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General: During an IPR, A published patent application, regardless of whether it has
matured into a patent, is available as prior art as of its date of filing.
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I. Facts

Lynk Labs, Inc. (“Lynk Labs”) owns U.S. Patent No. 10,687,400 (“the ‘400 patent”), which
generally relates to light emitting diodes (‘LEDs’) and LED drivers and more specifically relates
to alternating current (‘AC’) driven LEDs, LED circuits, and AC drive circuits and methods used
for general lighting, specialty lighting, signs, and decoration such as for Christmas tree lighting.

In November 2021, Samsung Electronics Co., LTD. (“Samsung”) filed a petition for inter
partes review (“IPR”) of the *400 patent, challenging claims 7-20 as unpatentable for obviousness
under 35 U.S.C. § 103. Lynk Labs then statutorily disclaimed claims 14 and 18-20, leaving only
claims 7-13 and 15-17 subject to the IPR. Relevant here are Samsung’s first six grounds of
unpatentability, each of which relied on U.S. Patent Application Publication No. 2004/0206970
(“Martin”). The Martin application was filed before the priority date of the *400 patent, but was
published only after that date. Specifically, Martin was filed on April 16, 2003; the 400 patent’s
priority date is February 25, 2004; and Martin was published on October 21, 2004. Martin was
later abandoned and never matured into a patent.

Across Samsung’s first six grounds of unpatentability, the Patent Trial and Appeal Board
(“Board”) determined claims 7—13 and 15-17 unpatentable for obviousness. After rejecting Lynk
Labs’ argument that Martin could not serve as prior art to the *400 patent in the IPR, the Board
determined that each of the claims at issue in this appeal would have been obvious in view of
Martin and at least one other reference. Lynk Labs appealed.

II. Issue

In an IPR, is a published patent application that does not issue as a patent considered prior art
as of its date of filing?

II1.Discussion

Yes. 35 U.S.C. § 311(b) sets forth that an IPR petitioner may cancel as unpatentable one or
more claims of a patent only on a ground that could be raised under section 102 or 103 and only
on the basis of prior art consisting of patents or printed publications. While Lynk Labs agreed that
Martin is a printed publication, Lynk LBA argued that Martin is not a prior art printed publication.
In support of this argument, Lynk Labs pointed to cases (discussing articles and the like) that
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analyzed prior art status under § 102(a) or (b). §102(a) bars patentability if the claimed invention
was described in a printed publication before the invention thereof by the applicant for patent,
whereas § 102(b) does so if the claimed invention was described in a printed publication more than
one year prior to the date of the application for patent in the United States. Lynk Labs argued that
the cited cases stand for the proposition that, to be a prior art printed publication as to a given
patent under one of § 102(a) or (b), the reference at issue must have been publicly accessible before
the date indicated in § 102(a) or (b). Under this reasoning, Lynk Labs argued that because Martin
only became publicly accessible only as of its October 21, 2004 publication date, and because the
priority date of the ’400 patent is February 25, 2004, Martin cannot be a prior art printed
publication under § 311(b).

The court noted that this argument by Lynk Labs ignores that Congress created in § 102(e)(1)
a special rule for published patent applications. Specifically, § 102(e) states (in relevant part):

A person shall be entitled to a patent unless—
(e) the invention was described in—
(1) an application for patent, published under section 122(b), by another filed in the
United States before the invention by the applicant for patent or
(2) a patent granted on an application for patent by another filed in the United States
before the invention by the applicant for patent.

Thus, § 102(e)(1) provides that a U.S. filed patent application published under section 122(b)
serves as prior art to a claimed invention if the application was filed before the claimed invention,
that is, even if a patent application was published after a claimed invention, it may serve as prior
art to the invention if the application was filed before the invention.

The court stated that Martin, as a published patent application, is a printed publication and
that § 311(b) permits IPR unpatentability challenges on the basis of prior art consisting of patents
or printed publications. Under § 102(e)(1), published patent applications, like Martin, are deemed
prior art as of their filing date and, therefore, Martin, having been filed before the priority date of
the *400 patent, is a prior art printed publication as to the 400 patent. The court reasoned that
because a published patent application is a printed publication, § 102(e)(1) treats this type of
printed publication as prior art as of a time before it became publicly accessible, i.e., as of its filing
date.

The court recognized that Lynk Labs was arguing that it was anomalous that a printed
publication could be deemed a prior art printed publication even before it became a printed
publication (i.e., became publicly accessible). However, the court pointed out that Lynk Lans does
not dispute that a patent can be deemed a prior art patent even before it became a patent, i.e., that
under the neighboring, similarly worded provision of § 102(e)(2), a patent granted on an
application for patent by another filed in the United States before the invention by the applicant
for patent serves as prior art to the claimed invention. That is, using § 102(e)(2), an IPR challenge
under § 311(b) can include a prior art patent that did not become a patent until after the challenged
patent’s priority date. The court argued that Lynk Labs has no satisfactory explanation as to why
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patent applications that are later published (and thus become printed publications) should have a
prior art status different from patent applications that later become patents.

The court further addressed the argument by Lynk Labs that because § 102 refers to printed
publications in subsections (a) and (b) and applications for patent, published under § 122(b) in
subsection (e)(1), those two terms must mean completely distinct things, such that the former
cannot include the latter. The court reasoned that an application for patent, published under §
122(b), is just a specific type of printed publication and found that nothing in § 311(b) excludes
from its scope published patent applications and the specific prior art rule of § 102(e)(1). Thus,
the court found that a published patent application is a printed publication such that § 311(b)
permits its use, by virtue of § 102(e)(1), as of its filing date. The court also reviewed arguments
provided by Lynk Labs regarding the historical context of § 311(b) as suggesting that the use of
the language “printed publications” in § 311(b) was intended to exclude published patent
applications treated as prior art under § 102(e)(1), given that the latter do not have to be publicly
accessible beforehand to be considered prior art. The court primarily dealt with this argument by
fining no temporal prior requirement present with respect to the term “printed publication” and
that any temporal requirements regarding the availability of printed publications is drawn from the
other langue present in the subsections of § 102.

IV.Conclusion

The Court found that a published patent application is, by its literal terms, a printed publication.
So, when § 311(b) permits IPR challenges based upon prior art printed publications, it includes
within its literal scope challenges based upon a published patent application. And, by virtue of §
102(e)(1), a published patent application, this specific type of printed publication, is deemed prior
art as of its filing date. Therefore, the plain language of §§ 311(b) and 102(e)(1) permits IPR
challenges based upon published patent applications, and such published patent applications can
be deemed prior art in IPRs as of their filing date.
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