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I. Facts 

 Glenn E. Riggs, among other Appellants, own U.S. Patent Application No. 11/005,678 (“the 
‘678 application”), which includes claims directed to logistics systems and methods for the 
transportation of goods across different modes of transport to provide good visibility and 
management of shipments for all parties involved.  
  
 The ‘678 application was filed on December 7, 2004, claiming priority to a provisional 
application filed July 28, 2000.  The Examiner rejected claims 1, 2, 8, 10-13, 24, and 25 of the 
‘678 application under pre-AIA 35 U.S.C. § 102(e) (“§ 102(e)”) as anticipated by U.S. Patent 
Application Publication No. 2002/0049622 (“Lettich”) and rejected claims 3, 5-7, 9, 15-20, and 
22 under 35 U.S.C. § 103 as obvious over Lettich in view of 26 AS/400 SYS. MGMT. No. 5, at 
52-53 (“Rojek”).  Lettich is a published non-provisional patent application that was filed on April 
26, 2001, and claims priority to provisional application No. 60/200,035 (the “Lettich Provisional 
Application”) filed on April 27, 2000.   
 
 The Appellants of the ‘678 application appealed the Examiner’s initial rejections to the Patent 
Trial and Appeal Board (“Board”) and the Board reversed the Examiner’s rejections in April 2016.  
The Examiner filed a Request for Rehearing before the Board in September 2016, arguing that the 
Board applied an incorrect analysis of § 102(e) to determine whether Lettich qualified as prior art.  
The Appellants filed a complaint to the U.S. District Court for the Eastern District of Virginia to 
challenge the Examiner’s request, but the district court dismissed the complaint and the Federal 
Circuit affirmed the decision of the district court.  The Board then determined that Lettich was 
proper prior art under § 102(e) against the ‘678 application and affirmed anticipation and 
obviousness rejections made by the Examiner as based on Lettich’s disclosure. 
 
 The Appellants appealed the Board’s decision, but the USPTO requested remand to allow the 
Board to address arguments made in Dynamic Drinkware, LLC v. National Graphics, Inc., 800 
F.3d 1375 (Fed. Cir. 2015) (“Drinkware”) and Amgen Inc. v. Sanofi, 872 F.3d 1367 (Fed. Cir. 
2017) (“Amgen”).  The board, relying on Drinkware, Amgen, and MPEP § 2136.03 concluded that 
because the Lettich Provisional Application provides adequate support for claim 1 of Lettich, 
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Lettich is prior art under § 102(e) against the claims of the ’678 application.  The Appellants of 
the ‘678 application appealed the Rehearing Decision. 
 
II. Issue 

 Did the Board properly afford Lettich the earlier filing data of its provisional application for 
the purpose of determining that it was prior art under pre-AIA § 102(e)?   

 
III. Discussion 

 No.  The court noted that the Board relied on Drinkware, Amgen, and MPEP § 2136.03 to 
conclude that at least one claim in Lettich must find written description support in the Lettich 
Provisional Application in order for Lettich to be used as prior art against the claims of the ‘678 
application.  In particular, the Board found support in the Lettich Provisional Application for each 
element of claim 1 of Lettich.  The court agreed that Drinkware and Amgen explain that a prior art 
patent or published application cannot be accorded the benefit of its provisional application’s filing 
date absent a showing that the provisional application provides support for the claims of the patent 
or published application.  However, the court noted that Drinkware and Amgen do not address a 
situation in which the Examiner (or any party challenging the validity of a patent) demonstrates 
support for one claim and then relies on other portions of the specification (e.g., the Summary of 
the Invention or Detailed Description, or even other claims) to support its rejection.  The court 
held that even if one demonstrates that a provisional application provides written description 
support for one claim of the non-provisional application or patent, the provisional application must 
also provide written description support for the specific portions of the patent specification 
identified and relied on in the prior art rejection.  The court stated that to claim priority to the 
provisional filing date, the portion of the application relied on by the Examiner as prior art must 
be supported by the provisional application.   
 
 The USPTO asserted that the Board in this case determined that the disclosure of the Lettich 
Provisional Application provides proper support for claim 1 of the Lettich Application Publication, 
as well as for the subject matter in the Lettich Application Publication relied on in the rejection.  
The court disagreed that the Board addressed whether the disclosure of the Lettich Provisional 
Application provides support for the subject matter in Lettich that the Examiner relied on in the 
rejection, since the Board noted that the Examiner determined which portions of Lettich were 
supported by the Lettich Provisional Application but did not review the Examiner’s findings in 
this regard.  Because the Board did not, in the first instance, complete the analysis as to whether 
Lettich qualifies as prior art under pre-AIA 35 U.S.C. § 102(e), the court vacated and remanded 
the matter to the Board. 
 
IV. Conclusion  

 A reference is considered prior art under pre-AIA § 102(e) as of its provisional application’s 
filing date if the subject matter relied on in the Examiner’s rejections is supported in the provisional 
application.  Although it is not explicit that this rule applies to post-AIA art, the rationale applied 
in Riggs would appear to be applicable to post AIA anticipation and obviousness type rejections. 
 
 


