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General: Applicants appealing a USPTO decision involving an application that would
issue with no patent term have insufficient interest to appeal the USPTO
decision to a federal court. Additionally, provisional rights under 35 U.S.C §
154(d) do not attach to any patent issued with no term.

In re: Donald K. Forest
United States Court of Appeals for the Federal Circuit
No. 2023-1178
Decided April 3, 2025

1. Facts

Donald Forest (“Forest’) submitted U.S. Patent Application No. 15/391,116 (‘116 application)
on December 27, 2016. The ‘116 application claims priority, through a chain of earlier filed patent
applications, to an application filed on March 27, 1995 (i.e., more than twenty years after the filing
of the original priority claim). During prosecution of the ‘116 application, the Examiner rejected
the sole independent claim (as well as all but one dependent claim) under Section 103(a), rejected
the independent claim (and two dependent claims) under obviousness type double patenting, and
objected to one claim as being allowable but depending from a rejected base claim. Forest
appealed to the Patent Trial and Appeal Board and the board affirmed the rejections made by the
Examiner under obviousness type double patenting and affirmed all but one of the Section 103(a)
rejections (reversing the Examiner on a single dependent claim). Forest appealed and the USPTO
requested dismissal of the appeal on the grounds that Forest lacked sufficient interest in the dispute.
Forest argued that he had an interest (i.e., standing) stemming from provisional rights under
Section 154(d).

II. Issue

Does Section 154(d) confer rights when a patent would issue after its expiration date (i.e., when
the patent would issue without any exclusionary rights under Section 154(a))?

III.Discussion

No. The court noted that Forest agreed that the ‘116 application, if granted, would have no
exclusionary rights under 35 U.S.C § 154(a) due to the expiration of its patent term. However,
Forest argued that he has Provisional Rights under 35 U.S.C § 154(d) and that because provisional
rights run from the date of publication to patent issuance, the patentee is always entitled to
provisional rights (even if the patent issues ten, twenty, or even thirty years or longer after the
patent’s expiration date). Thus, Forest argued, the twenty-year patent term codified in 35 U.S.C.
§ 154(a)(2) had no bearing on the provisional rights term in 35 U.S.C § 154(d).
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35 U.S.C § 154(d)(1) states that “in addition to other rights provided by this section, a patent
shall include the right to obtain a reasonable royalty from any person who, during the period
beginning on the date of publication of the application for such patent under section 122(b)...and
ending on the date the patent is issued. 35 U.S.C § 154(d)(1)(B) requires that actual notice be
provided and 35 U.S.C § 154(d)(2) requires that the invention claimed in the patent be substantially
identical to the invention claimed in the published patent application.

The court undertook statutory interpretation of 35 U.S.C § 154(d). The court noted that this
section was titled Provisional Rights. The court defined provisional rights as temporary,
placeholder rights that exist for a period of time until some other right comes into effect and
replaces them. The court determined that the only other right that could replace the provisional
rights were the exclusionary rights under 35 U.S.C § 154(a)(1). The court also reasoned that
provisional rights do not exist in a vacuum; they necessarily precede other rights, in this case, the
exclusionary rights under 35 U.S.C § 154(a)(1). However, because no exclusionary rights are
available to the ‘116 application (due to the expiration of the twenty-year term under 35 U.S.C §
154(a)(2)), the court found that Frost was not entitled to any provisional rights with respect to the
‘116 application.

The court supported its conclusion that provisional rights are rights that precede and are
replaced by exclusionary rights by reviewing other uses of “provisional” in patent law. In
particular, the court drew an analogy between a provisional patent application and a non-
provisional patent application, reasoning that a provisional application is a temporary, stand-in
application that precedes a non-provisional application and does not lead to a conferral of rights
on the patentee unless a patent issues from the subsequent non-provisional application. The court
also noted that the Constitution mandates that patents be granted only for limited times and that
Congress effectuated this constitutional mandate by explicitly providing for a term beginning on
the date on which the patent issues and ending twenty years from the application date or applicable
priority date. 35 U.S.C. § 154(a)(2)—(3). The court argued that accepting the reading of 35 U.S.C
§ 154(d) suggested by Forest that provisional rights are an exception to a patent’s twenty-year term
would require a clear indication from Congress of an intent to do so, and no such clear indication
by Congress was present regarding 35 U.S.C § 154(d). Accordingly, the court dismissed the
appeal.

IV.Conclusion

Provisional rights are available to a patentee. However, to obtain these rights, exclusionary
rights must also be available in the patent. For any patent that issues with no patent term,
provisional rights under 35 U.S.C § 154(d) (inclusive of reasonable royalties) are not available to
the patentee. Likewise, a claim of provisional rights to a patent that issues with no patent term is
insufficient to meet a sufficient interest (i.e., standing) requirement in federal court.
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