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Detailed Summary 

 
I. Facts 

Cheetah Omni LLC (“Cheetah”) owns U.S. Patent No. 7,522,836 (“the ’836 patent”) and 
directed to optical communication networks.  Cheetah sued AT&T Services, Inc. (“AT&T”) 
alleging that AT&T infringed the ‘836 patent, and Ciena Communications, Inc. and Ciena 
Corporation (collectively, “Ciena”) moved to intervene because it manufactures and supplies 
components for AT&T’s fiber optic systems.  Ciena and AT&T moved for summary judgment, 
arguing that Cheetah’s infringement claim was barred by agreements settling previous litigation.  
Cheetah previously brought suit against Ciena and Fujitsu Network Communications (“Fujitsu”) 
and accused both parties of infringing U.S. Patent No. 7,339,714 (“the ‘714 patent”).  Cheetah 
settled the case with both Ciena and Fujitsu and entered a covenant not to sue and a license 
agreement.  Cheetah granted both parties a perpetual and irrevocable license to:  

 
(i) the Patents-in-suit, and (ii) all parents, provisionals, substitutes, renewals, 

continuations, continuations-in-part, divisionals, foreign counterparts, reissues, 
oppositions, continued examinations, reexaminations, and extensions of the 
Patents-in Suit owned by, filed by, assigned to or otherwise controlled by or 
enforceable by Cheetah or any of its Affiliates or its or their respective successors 
in interest. 

 
The ‘714 patent is a continuation-in-part of U.S. Patent No. 6,943,925 (“the ‘925 patent”).  

The ‘836 patent is a continuation of U.S. Patent No. 7,145,704 which is also a continuation of the 
‘925 patent. 
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The allegedly infringing AT&T products contained Ciena and Fujitsu components.  
Additionally, the covenant not to sue expressly included the ‘836 patent.  In the district court, 
AT&T and Ciena moved for summary judgment on the grounds that the ‘836 patent claims were 
barred by the agreements settling the previous litigation.  The district court granted summary 
judgment, concluding that the ‘836 patent was impliedly licensed as the grandchild of the expressly 
licensed ‘925 patent and reasoned that the express license of the ‘925 patent included an implied 
license for continuations disclosing the same inventions as the licensed patent.   
 
II. Issues 

Did the district court err in granting summary judgment that the ‘836 patent claims were 
barred by the previous license agreement? 
 
III. Discussion 

No.  Cheetah primarily argued the parties to the license agreement did not intend to include 
the ‘836 patent as all parties were aware of its existence, since the covenant not to sue expressly 
included the ‘836 patent while the ‘836 patent was not expressly named in the license agreement.  
Cheetah also argued that the ‘836 patent covers a separate invention from the subject matter of the 
‘714 patent suit.  Specifically, Cheetah alleged that the ‘836 patent claims are directed to a system 
that includes a particular technology while the ‘714 patent focuses on only the functionality of that 
technology. 

 
The court reviewed each argument and affirmed the grant of summary judgment.  The court 

focused on the relationship between the ‘925 patent and the ‘836 patent (grandchild and 
grandparent), instead of the relationship between the ’836 patent and the ‘714 patent (aunt/uncle 
and niece/nephew).  The court relied on the prior precedent of General Protecht Group Inc. v. 
Leviton Manufacturing Co. in finding, absent clear intent to the contrary, that there is a 
presumption of an implied license between parents and continuations.  Cheetah attempted to 
distinguish General Protecht by arguing that contrary to the facts in General Protecht, the 
continuation patent at issue in this suit had already issued before the license agreement was 
executed.  However, the court found that the timing of patent issuance is not material to the 
decision and further noted that it is easier for parties to recognize and expressly exclude already-
issued continuations from a license agreement.  The court reasoned that the patent owner has the 
most information about its total patent portfolio and found that the burden is on the patent owner 
to specifically carve out continuation patents that it intends to exclude.  The court also found that 
naming certain patents expressly does not demonstrate clear intent to exclude other patents falling 
within general definitions in the license agreement. 

 
IV. Conclusion 
 The court concluded the district court correctly granted summary judgment, finding that 
the licenses extend to both the ‘836 patent and the AT&T products.  The court therefore affirmed 
the district court’s grant of summary judgment and did not reach a decision regarding the scope of 
the covenant not to sue, since the AT&T products were found to be licensed under the license 
agreement. 
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