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General: A reference patent is only entitled to claim the benefit of the filing date of its 
provisional application if the disclosure of the provisional application provides 
support for the claims in the reference patent. 
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Detailed Summary 

 
I. Facts 

National Graphics, Inc. (“National Graphics”) owns U.S. Patent No. 6,635,196, which is 
directed to making molded plastic articles bearing a “lenticular” image.  The ‘196 patent issued on 
October 21, 2003 from an application filed on November 22, 2000.  The ’196 claims the benefit 
of U.S. Provisional Application 60/211,112 filed on June 12, 2000 and National Graphics was 
found to have reduced its invention to practice by March 28, 2000.   

 
Dynamic Drinkware, LLC (“Dynamic”) petitioned the PTO for inter partes review of the ‘196 

patent, arguing that claims 1, 8, 12 and 14 of the ‘196 patent were anticipated by U.S. Patent 
7,153,555 (“Raymond”).  The application for Raymond was filed on May 5, 2000 and claimed 
benefit of U.S. Provisional Application 60/182,490 (“Raymond provisional”), filed on February 
15, 2000.  The PTO granted the petition in part, and instituted a trial on claims 1 and 12.  The 
Board concluded that Dynamic failed to prove by a preponderance of the evidence that claims 1 
and 12 were anticipated under § 102(e)(2) by Raymond.   

 
The Board first found that Dynamic failed to prove that the Raymond patent was entitled to 

the benefit of its earlier February 15, 2000 provisional filing date.  According to the Board “to be 
entitled to rely on the February 15, 2000 provisional filing date, [Dynamic] had to establish that it 
relies on subject matter from Raymond that is present in and supported by its provisional.”  The 
Board found that, rather than comparing “the portions of [Raymond] relied on by Dynamic to the 
Raymond provisional,” Dynamic only compared claim 1 of the ‘196 patent to the Raymond 
provisional application.  As a result, the Board found that Dynamic “failed to carry its burden of 
proof that Raymond’s effective date is earlier than May 5, 2000.”  Raymond was trying to establish 
the priority date of the Raymond provisional so as to antedate the March 28, 2000 reduction to 
practice date of the ‘196 patent.  Dynamic appealed the Board’s decision. 

 
II. Issues 

Did the Board err in finding that Dynamic failed to prove that the prior art Raymond patent was 
entitled to the filing date of its provisional application? 
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III. Discussion 

No.  For a patent to claim priority from a filing date of its provisional application, it must 
satisfy 35 U.S.C. § 119(e)(1)(2006), which provides that: 

 
An application for patent filed under this section 111(a) or section 363 

of this title for an invention disclosed in the manner provided by the first 
paragraph of section 112 of this title in a provisional application filed under 
section 111(b) of this title, by an inventor or inventors named in the 
provisional application, shall have the same effect, as to such invention, as 
though filed on the date of the provisional application filed under section 
111(b) of this title. (Emphasis added.)  

 
In other words, the specification of the provisional must contain a written description of the 

invention and the manner and process of making and using it, in such full, clear, concise, and 
exact terms enable an ordinarily skilled artisan to practice the invention claimed in the non-
provisional application.  New Railhead Mfg., L.L.C. v. Vermeer Mfg. Co., 298 F.3d 1290, 1294 
(Fed. Cir. 2002).   
 

Dynamic contended that there is a presumption of validity present that would make Raymond’s 
effective filing date February 15, 2000, and thus it made a prima facie showing that Raymond was 
prior art to the ‘196 patent under § 102(e).  Dynamic argued that under case law, the burden should 
have then shifted to National Graphics to prove that Raymond was not entitled to the filing date of 
its provisional application.  National Graphics argued that the burden of proof was properly placed 
on Dynamic to support its contention that the Raymond provisional application provided written 
description support for the claims of the Raymond patent.  Further, National Graphics contended 
that priority claims are not examined by the PTO as a matter of course, and consequently are not 
entitled to a presumption of adequate written description to support in the provisional application.  
 

The court agreed with National Graphics that the Board did not err in their decision, and noted 
that Dynamic had the initial burden of production, which Dynamic satisfied by arguing that 
Raymond anticipated the asserted claims of the ‘196 patent under § 102(e)(2).  The burden of 
persuasion shifted to National Graphics, who argued that Raymond is not prior art because the 
asserted claims in the ‘196 patent are entitled to the benefit of a priority date based upon reduction 
to practice that antecedes the filing date of Raymond.  As a result, the burden of production shifted 
to Dynamic to prove that either the invention was not actually reduced to practice as argued, or 
that the Raymond prior art was entitled to the benefit of a filing date prior to the date of National 
Graphics’ reduction to practice.  The court agreed with the Board that Dynamic failed to carry its 
burden of production. 

 
Dynamic asserted that it had provided sufficient evidence to prove that the Raymond 

provisional application provided written description support for the claims of the Raymond prior 
art patent.  As a part of its petition, Dynamic had compared the claims of the ‘196 patent to the 
disclosure in the Raymond patent.  As a part of its reply brief, Dynamic had provided a claim chart 
establishing anticipation of claim 1 of the ‘196 patent by the Raymond provisional application.   
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However, the Court found that the Board’s decision was supported by substantial evidence 
because Dynamic failed to compare the claims of the Raymond patent to the disclosure of the 
Raymond provisional application.  A provisional applicant’s effectiveness as prior art depends on 
its written description support for the claims of the issued patent of which it was a provisional, and 
Dynamic did not make that showing.  Accordingly, the court affirmed the Board’s decision. 

 
IV. Conclusion 

For a patent to be given a priority date of its provisional application when applied as a § 102(e) 
reference, support for the claims of the patent must be shown as being present in the written 
description of the provisional application. 
 
V. Notes 

1. In the subsequent case of Amgen Inc., Amgen Manufacturing Limited, Amgen USA, Inc., v. 
Sanofi, Aventisub LLC, Regeneron Pharmaceuticals Inc., Sanofi-Aventis U.S., LLC, Appellants 
sought to invalidate asserted patents by proffering two published PCT applications.  Neither 
references predated the January 9, 2008 priority date of the asserted patents, but both references 
claimed priority to provisional applications that did predate the asserted patents’ priority date.  The 
Appellees argued that the references were not proper prior art because the Appellants had not 
shown that the provisional applications provided written description support for the claims of the 
PCT application, and the district court agreed with the Appellees by applying Dynamic Drinkware, 
LLC v. National Graphics, Inc.  The Appellants asserted that the district court misapplied Dynamic 
Drinkware as only relating to whether a patent asserted as prior art under § 102(e)(2) was prior art 
as of the filing date of the a parent application, not relating to whether a published patent 
application asserted as prior art under § 102(e)(1) was prior art as of the provisional application 
filing date.  The court disagreed with the Appellants and the district court, further explaining that 
in Dynamic Drinkware it was explained that for a non-provisional to claim priority to a provisional 
for prior art purposes, “the specification of the provisional [application] must contain a written 
description of the invention… in such full, clear, concise, and exact terms, to enable an ordinarily 
skilled artisan to practice the invention claimed in the non-provisional application.  800 F.3d at 
1378.  The court added “for the non-provisional utility application to be afforded the priority date 
of the provisional application…the written description of the provisional must adequately support 
the claims of the non-provisional application.”  New Railhead Mfg., L.L.C. v. Vermeer Mfg. Co., 
298 F.3d 1290, 1294 (Fed. Cir. 2002). 

2. The USPTO issued a memo on April 5, 2018 with the subject reading: Critical reference 
date under pre-AIA 35 U.S.C. § 102(e) of a U.S. patent or U.S. published application claiming the 
benefit of a prior U.S. provisional application during examination of an application.  The memo 
indicates that for a U.S. patent that claims benefit of a prior U.S. provisional application, the critical 
reference date under pre-AIA 35 U.S.C. § 102(e) of the patent may be the filing date of the 
provisional application only if at least one of the claims in the patent is supported by the written 
description of the provisional application in compliance with pre-AIA 35 U.S.C. § 112, first 
paragraph, citing Dynamic Drinkware, LLC, v. National Graphics, Inc., 800 F.3d 1375 (Fed. Cir. 
2015).  
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