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General:   Although reexamination proceedings are not generally bound by prior judicial 
construction of a claim term, a claim term still must be given its broadest 
reasonable interpretation in light of the specification.    
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I. Background 

Power Integrations owns the ‘876 patent directed to reducing electro-magnetic interference 
(“EMI”) noise by jittering a switching frequency of a switched mode power supply.  Claim 1, as 
amended, recites: 

 
1. A digital frequency jittering circuit for varying the switching frequency 

of a power supply, comprising: 
an oscillator for generating a signal having a switching frequency, the 

oscillator having a control input for varying the switching frequency; 
a digital to analog converter coupled to the control input for varying the 

switching frequency; and 
a counter coupled to the output of the oscillator and to the digital to analog 

converter, the counter causing the digital to analog converter to adjust the 
control input and to vary the switching frequency. 

 
In 2004, Power Integrations sued Fairchild Semiconductor for willful infringement of the ‘876 

patent.  During claim construction, Power Integrations argued that the term “coupled” in claim 1 
(when read in light of the specification and surrounding claim language) required two circuits to be 
connected in a manner such that voltage, current or control signals pass from one to another and 
further contended that the recited coupling between the counter and the digital to analog (D/A) 
convertor must be present for the purposes of control.  The district court adopted Power 
Integrations’ proposed claim construction and emphasized that its construction of the term 
“coupled” did not require a direct connection or preclude the use of intermediate circuit elements.  
A jury returned a verdict of non-obviousness over U.S. Patent No. 4,638,417 (“Martin”), which 
Fairchild appealed. 

 
On appeal, the Fed. Cir. reviewed Martin as including an erasable programmable read-only 

memory (“EPROM”) between the counter and the D/A converter and further explained that Martin 
always includes the EPROM between the counter and D/A converter and did not teach removing 
the EPROM.  The court also noted that Martin’s sole figure indicates that the EPROM is just as 
integral as the circuit’s other components and that Martin’s EPROM converts ordinary frequency-
jittering, as in the ’876 Patent, to ‘masked’ frequency-jittering.  The court affirmed the conclusion 
of the jury that claim 1 of the ’876 patent was not obvious in view of Martin. 

 
In December 2006, while original district court proceedings were pending, Fairchild requested 

an ex parte Reexamination of claims 1, 17, 18, and 19 of the ’876 patent. The Examiner rejected 
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independent claim 1 as being anticipated by Martin, a first publication (“Wang”), and a second 
publication (“Habetler”) and the Board affirmed the rejection.  Power Integration argued that the 
counters in Martin, Wang, and Habetler are not coupled to the respective D/A converters because 
of a ROM separating each counter from the D/A converter.  However, the Board (relying on one 
of a number of definitions of the term “couple” in a generalist dictionary) construed couple as 
meaning to join electric circuits or devices into a single circuit.  Applying this construction, the 
Board held that Martin, Wang, and Habetler each disclosed a counter coupled to a D/A converter 
because the two components were joined in one circuit, ignoring the district court’s conclusion that 
the coupled limitation of claim 1 requires the counter and the D/A converter to be connected in a 
manner such that voltage, current or control signals pass from one to another.  The Board also 
affirmed the examiner’s rejection of claims 17, 18, and 19 as anticipated by Habetler. Power 
Integrations appealed. 
 

The Fed. Cir. vacated the Board’s decision, stating that it had fundamentally misconstrued 
Power Integrations’ principal claim construction argument and failed to provide a full and reasoned 
explanation of its decision to reject claim 1 of the ’876 patent as anticipated.  The court explained 
that the Board had failed to straightforwardly and thoroughly assess the critical issue of whether 
claim 1, when viewed in light of the specification and the surrounding claim language, requires the 
counter itself—and not the counter and a memory functioning together—to drive the D/A converter 
to adjust the control input and to vary the switching frequency of the power supply.  The court 
acknowledged that while the Board is not generally bound by a prior judicial construction of a 
claim term and that in reexamination the Board applies a different claim construction standard than 
that applied by a district court, since Power Integrations’ principal argument to the Board about the 
proper interpretation of the term coupled was expressly tied to the district court’s claim 
construction, the Board had an obligation to evaluate that construction and to determine whether it 
was consistent with the broadest reasonable construction of the term. 
 

On remand, the Board concluded that a comparison of its claim construction with that of the 
district court was unwarranted, since a district court’s claim construction is typically narrower than 
the broadest reasonable construction of a term and again affirmed the Examiner’s rejection of 
claims 1, 17, 18, and 19 as anticipated, using the generalist dictionary definition of the term 
coupled. The Board additionally determined that even if claim 1 requires the counter to drive the 
D/A converter, this does not preclude the counter and a memory functioning together to cause the 
D/A converter to adjust the control input.  Power Integrations appealed 
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II. Issue 

 Was the Board’s construction of the term “coupled” unreasonable? 
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III. Discussion 

 Yes.  The Federal Circuit concluded that while the Board must give claims their broadest 
reasonable construction consistent with the specification, there is no reason why this construction 
could not coincide with that of a court in litigation. 
 
 The court noted that the Board, relying exclusively on a definition from Webster’s Dictionary, 
determined that the “coupled” limitation of claim 1 requires only that two components be joined 
into a single circuit and does not require the counter itself to “cause” the D/A converter to adjust 
the control input and to vary the switching frequency.  Instead, the Board read claim 1 as permitting 
a counter and a memory functioning together to drive the D/A converter.  The court contrasted this 
construction with that made by the district court, in which the district court concluded that in light 
of the claim language and specification, the “coupled” limitation requires a specific control 
relationship between the counter and the D/A converter, such that the counter must be connected 
to the D/A converter in a way that allows the counter to pass voltage, current or control signals to 
it (i.e., the counter itself drives the D/A converter).  
 
 The broadest reasonable interpretation standard is broad, however, it does not give the Board 
an unfettered license to interpret the words in a claim without regard for the full claim language 
and the written description.  The court found that the Board’s claim construction was unreasonably 
broad and improperly omitted any consideration of the disclosure in the specification.  The Board 
reasoned that under the Board’s overly expansive view of the term coupled, every element 
anywhere in the same circuit is potentially coupled to every other element in that circuit, no matter 
how far apart they are, how many intervening components are between them, or whether they are 
connected in series or in parallel.  In the appeal, the Director acknowledged that claim 1 requires 
some type of functional relationship between the counter and the D/A converter, however, the court 
recognized that Board’s claim construction does not define what type of functional relationship is 
required, since the construction favored by the Board appears to suggest that the counter will cause 
the D/A to adjust the control input and to vary the switching frequency regardless of how 
insignificantly or indirectly the counter’s output affects the D/A converter’s behavior.  The court 
found that under its plain terms, claim 1 requires the counter to cause the D/A converter to adjust 
the control input and to vary the switching frequency and that nothing in the claim language 
suggests that this requirement will be met if, as in the prior art, the D/A converter’s output varies 
based on data stored in a memory rather than according to signals relayed from the counter itself.  
 
 The court analyzed the specification of the ‘876 patent and found no suggestion that the claims 
can be stretched to cover a system in which a memory separates the counter and the D/A converter 
and severs the requisite control relationship between them.  However, it was the view of the Board 
that claim 1 can be expanded to encompass a circuit in which the switching frequency varies based 
on data from a memory because neither the claim language nor the specification requires the lack 
of a memory.  The court reminded the Board that the correct inquiry in giving a claim term its 
broadest reasonable interpretation in light of the specification is not whether the specification 
proscribes or precludes some broad reading of the claim term adopted by the examiner, instead, a 
proper claim construction analysis endeavors to assign a meaning to a disputed claim term that 
corresponds with how the inventor describes his invention in the specification.  Thus, although the 
’876 patent does not expressly exclude a circuit in which a pre-programmed memory is placed 
between the counter and the D/A converter and dictates the D/A converter’s behavior, such an 
arrangement is inconsistent with both the specification and the plain claim language specifically 



 
 

© 2018 FLETCHER YODER  In re Power Integrations, Inc. 
Page 4 of 4 

requires the counter—not some other circuit element—to cause the D/A converter to adjust the 
control input. 

 
The Court turned to the applied art and noted that in Martin, Wang, and Habetler, no voltage, 

current, or control signals pass from the counter to the D/A converter since, in each of these 
references, the counter is separated from the D/A converter by a pre-programmed memory that 
contains data specifying how to vary the switching frequency.  Thus, the court found, the switching 
frequency of the applied art changes based on data from the memory, rather than the output of the 
counter, as claim 1 requires.  In short, because the prior art relies on an intervening memory to 
adjust the control input, it does not disclose a counter which is coupled to a D/A converter and 
causes it to adjust the control input and to vary the switching frequency of the power supply.  The 
court further found that the Board’s unreasonably broad claim construction also mandates reversal 
of its anticipation rejections of claims 17, 18, and 19. 
 
IV. Conclusion 

The Federal Circuit concluded that the Board’s construction of the term coupled in the ‘876 
was unreasonably broad in light of the specification.  Additionally, while the Board is not generally 
bound by a prior judicial construction of a claim term and that in reexamination the Board applies 
a different claim construction standard than that applied by a district court, in giving claims their 
broadest reasonable construction consistent with the specification, there is no reason why this 
construction could not coincide with that of a court in litigation. 
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