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General:   A claim term must be given its broadest reasonable interpretation in light of the 
specification.  
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I. Background 

Smith International (“Smith”) owns the ‘817 patent directed to a downhole drilling tool.  The 
‘817 patent describes an “expandable tool 500” having “a generally cylindrical tool body 510 with 
a flowbore 508 extending therethrough” and “one or more moveable, non-pivotable tool arms 520.”  
The ‘817 patent further describes that “one or more pocket recesses 516,” which “include angled 
channels 518,” are “formed in the body 510” to “provide a drive mechanism for the moveable tool 
arms 520 to move axially upwardly and radially outwardly into the expanded position” in response 
to “a hydraulic force,” and describes a separate “drive ring” and “mandrels.”   

In 2012, Smith’s corporate parent, Schlumberger, sued Baker Hughes in the United States 
District Court for the Southern District of Texas for infringement of the ‘817 patent.  For certain 
claims of the ‘817 patent, Baker Hughes requested ex parte reexamination, which the PTO granted 
and which is the subject of this appeal.  In 2016, Smith also sued Baker Hughes in the United States 
District Court for the District of Delaware for infringement of the ‘817 patent.  Baker Hughes 
petitioned for two IPR proceedings challenging certain claims of the ‘817 patent, but the PTO 
denied the petitions, noting that the substantive overlap between the IPR petitions and the 
reexamination on appeal in this case favored denial of institution for reasons of judicial economy.   

The independent claims examined during the ex parte reexamination included claims 28, 43, 
and 93, all of which generally recite a “body” with no further express limitations and at least one 
moveable arm.  The Examiner rejected all three independent claims, and many claims depending 
therefrom, under § 102 as anticipated by the Eddison reference, and/or under § 103 as obvious over 
Eddison and one or more other references.   

Smith appealed to the Patent and Trial Appeal Board (“Board”), and the Board affirmed the 
Examiner’s rejections and the Examiner’s interpretation of the term “body.”  Eddison discloses a 
drilling tool having a “mandrel 16” that “extends through the body 18” and “provides mounting for 
a cam sleeve.”  The “mandrel” and “body” in Eddison move axially relative to each other in 
response to applied weight and fluid pressure differences, which causes the cam sleeve to “push 
the cutters radially outwardly.”  The Board affirmed the Examiner’s interpretation of the term 
“body” as a broad term that may encompass other components such as “mandrel” and “cam sleeve,” 
reasoning that only the term “body” is recited in the claims of the ‘817 patent without further 
limiting features and that the specification of the ‘817 patent neither defines the term “body” nor 
prohibits the Examiner’s broad reading of it.  Smith proceeded to appeal the Board’s decision to 
the Federal Circuit.    
 

II. Issue 

 Was the Board’s construction of the term “body” unreasonable? 



 
 

In re Smith International, Inc. 
Page 2 of 2 

© 2017 FLETCHER YODER 

  

          

III. Discussion  

 Yes.  The Federal Circuit concluded that the Board’s construction of “body” was unreasonably 
broad, clarifying that in reexamination, claim terms are given their broadest reasonable 
interpretation in light of the claim language and specification, and not their broadest possible 
interpretation.   

 In affirming the Examiner’s rejections, the Board determined that the term “body” is a generic 
term such as “member” or “element” that by itself provides no structural specificity, and may 
encompass other terms such as “mandrel” and “cam sleeve.”  Smith argued that the Board’s 
interpretation was unreasonable.  Smith argued that the specification consistently refers to and 
depicts the body of the drilling tool as a component distinct from other separately identified 
components, and in light of this consistent description, urged that the term “body” should be 
interpreted as an “outer housing.”  Smith also cited relevant references, including Eddison, to 
support that such interpretation is understood by a person of ordinary skill in the art.  Smith further 
argued that the Board’s interpretation renders the term “body” indistinguishable from “tool,” which 
is specifically used to denote the overall drilling tool. 

 The PTO responded that the Board correctly reached its broad construction of the term based 
on the recitation of “a body” as a whole element in claim 28, a lack of recitation of “mandrel” in 
the claims, a lack of definition of “body” in the specification, and a lack of established meaning of 
“body” in the art.   

  The Federal Circuit concluded that the Board’s construction of the term “body” was 
unreasonably broad, stating that the Board cannot construe claims so broadly that its constructions 
are unreasonable under general claim construction.  While the claims at issue recite a broad term 
“body” without further elaboration on what that encompasses, the remainder of the specification 
does not use the term as a generic body.  The specification consistently describes and refers to the 
body as a component distinct from others.  The Federal Circuit noted that the correct inquiry in 
giving a claim its broadest reasonable interpretation in light of the specification is not whether the 
specification proscribes or precludes some broad reading of the term adopted by the Examiner, and 
it is not simply an interpretation that is not inconsistent with the specification.  It is an interpretation 
that corresponds with what and how the invention is described in the specification, that is, an 
interpretation consistent with the specification.  Reasoning, such as the Board did, that that nothing 
in the specification would disallow the Examiner’s interpretation renders it “reasonable” would 
result in an adoption of a broadest possible interpretation irrespective of repeated and consistent 
descriptions in the specification that indicate otherwise.  Therefore, breadth in the face of otherwise 
different description in the specification was unreasonable.  Further, the Federal Circuit noted that 
Eddison’s description of its own drilling tool distinguishes and separately describes its “body,” 
“mandrel,” and “cam sleeve.”   

 

IV. Conclusion 

The Federal Circuit concluded that the Board’s construction of the term “body” was 
unreasonably broad in light of the specification.  Because the Board’s findings regarding 
Eddison’s teachings rested on its broad construction of “body,” the Board’s findings of 
anticipation and obviousness were not supported by substantial evidence.  Further, it was 
undisputed that the other cited references did not teach the missing elements.  Therefore, the 
Federal Circuit reversed the rejection of all of the appealed claims.  
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