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I. Facts 
Apple Inc. released its first-generation iPhone in 2007.  Apple secured many 
design patents with respect to the iPhone including D618,677, D593,087, and 
D604,305.  These design patents covered a black rectangular front face with 
rounded corners, a rectangular front face with rounded corners and a raised rim, 
and a grid of 16 colorful icons on a black screen.  After Apple released its iPhone, 
Samsung released a series of smartphones that resembled the iPhone.  Apple sued 
Samsung in 2001 alleging that various Samsung smartphones infringed the above-
mentioned design patents.   
 
A jury found that several Samsung smartphones did infringe those patents, and 
Apple was awarded $399 million in damages for Samsung’s design patent 
infringement.  The $399 million-dollar total was equal to the entire profit 
Samsung made from its sales of the infringing smartphones.  The Federal Circuit 
affirmed the infringement damages award and rejected Samsung’s argument “that 
the profits awarded should have been limited to the infringing ‘article of 
manufacture,’” such as the screen or case of the smartphone, as opposed to the 
entire product (e.g., smartphone).  The Federal Circuit reasoned that damages did 
not need to be limited because the “innards of Samsung’s smartphones were not 
sold separately from their shells as distinct articles of manufacture to ordinary 
purchasers.”  The Supreme Court then granted certiorari.  

II. Issue 
Is an “article of manufacture” under Section 289 limited to an entire assembled 
product, as opposed to a component of the assembled product? 

III. Discussion 
No, an “article of manufacture” includes both a component of a multi-component 
product and the entire product itself. 
 
Section 289 allows a patent holder to recover the total profit an infringer makes 
from the infringement by prohibiting the unlicensed “application” of a “patented 
design, or any colorable imitation thereof, to any article of manufacture for the 
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purpose of sale” or the unlicensed sale or exposure to sale of “any article of 
manufacture to which [a patented] design or colorable imitation has been 
applied.”  35 U.S.C. Section 289.  The Court analyzed a damages awarded under 
Section 289 with two steps: (1) identify the “article of manufacture” to which the 
infringed design has been applied; and (2) calculate the infringer’s total profit 
made on that article of manufacture.   
 
 In analyzing the first step, the Court determined that “article of manufacture” has 
a broad meaning that encompasses both a product sold to a consumer and a 
component of that product, even when the component is integrated into a larger 
product.  The Court determined that this reading of article of manufacture in 
Section 289 is consistent with 35 U.S.C. Section 171(a), which makes “new, 
original and ornamental design[s] for an article of manufacture” eligible for 
design patent protection.  That is, the Patent Office and the courts have 
understood Section 171 as permitting design patents to only a component of a 
multicomponent device. 
 
With this in mind, the Court determined that the Federal Circuit’s narrower 
reading of “article of manufacture” cannot be squared with the test of Section 289.  
That is, the Federal Circuit’s finding that components of infringing smartphones 
could not be relevant articles of manufacture because consumers could not 
purchase those components separately from the smartphones does not embrace the 
broad meaning provided for “article of manufacture.”  With regard to determining 
whether the instant case should consider the relevant article of manufacture as the 
smartphone or a component of the smartphone, the Court declined to lay out a test 
to make this determination.   However, the Court suggested a test as provided in a 
Brief for United States as Amicus Curiae.   

IV. Sample “Article of Manufacture” Inquiry 
In the above-referenced Amicus Curiae, several considerations were provided 
with regard to the inquiry.  First, the scope of the design claimed in the plaintiff’s 
patent provides insight into which portion of the underlying product the design is 
intended to cover how the design relates to the product as a whole.  The Amicus 
Curiae provides that a fact finder should determine what the patentee identifies as 
the article of manufacture based on the patent.   
 
Second, the factfinder should examine the relative prominence of the design 
within the product as a whole.  That is, if the design is a significant attribute of the 
entire product, affecting the appearance of the product as a whole, the “article” 
may weigh more to being the entire product.   
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Third, the factfinder should consider whether the design is conceptually distinct 
from the product as a whole.  For instance, if the product contains other 
component that embody conceptually distinct innovations, the “article” may 
weigh more towards a component of the product.   
 
Fourth, the physical relationship between the patented design and the rest of the 
product may reveal that the design adheres only to a component of the product.  
Indeed, if the design pertains to components that the seller can physically separate 
from the product as a whole, this fact should suggest that the design has been 
applied to the component, as opposed to a complete product.   

V. Conclusion 
Although, the Supreme Court did not provide a test with regard to determining 
whether design patent damages should be based on the entire infringing product 
or a component of the product, the Court did clarify that the term “article of 
manufacture,” as provided in Section 289, can be interpreted to include 
components of a multi-component product.  When preparing a design patent 
application, one should consider claiming a part of the design that encompasses 
the entire product, such that it would be difficult for a factfinder to find that the 
design would be independently useful without the product.  
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