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General:   Record evidence is required to support an assertion that claimed structural features 
are known prior art elements. 

K/S HIMPP v. Hear-Wear Technologies, LLC 
Nos. 2013-1549 (Fed. Cir. 2014) 

Decided May 27, 2014 

I. Facts 

Hear-Wear Technologies, LLC (“Hear-Wear”) is the owner of U.S. Patent No. 7,016,512 (“the 
‘512 patent”), which is generally directed to a hearing aid.  At issue on appeal were dependent 
claims 3 and 9, which recite wiring portions “terminated by a plurality of prongs that provide a 
detachable mechanical and electrical connection” between a behind-the-ear processing module and 
an in-the canal module. 

During prosecution of the ‘512 patent, the Examiner rejected all claims as obvious.  With respect 
to dependent claims 3 and 9, the Examiner stated that “providing a plurality of prongs for the 
electrical connections or for the plugs is known in the art.”  In response, Hear-Wear amended the 
independent claims to place the application in condition for allowance, and they did not address 
the Examiner’s remarks regarding dependent claims 3 and 9.  

K/S HIMPP (“HIMPP”) requested inter partes reexamination, and the Central Reexamination 
Unit (CRU) Examiner and the Board rejected all claims as obvious, except dependent claims 3 and 
9.  With respect to claims 3 and 9, HIMPP argued that these claims were obvious because the 
recited “detachable connections were known at the time of the alleged invention as concluded by 
the Examiner during prosecution.”  The CRU Examiner refused to find claims 3 and 9 obvious 
because HIMPP “failed to provide evidence in support of [its] contention.”  The Board affirmed, 
stating that “although HIMPP asserts that the content of claims 3 and 9 is ‘well known,’ notably, 
HIMPP does not direct us to any portion of the record for underlying factual support of the 
assertion.”  HIMPP appealed to the Federal Circuit. 

II. Issue 

Did the Board err in requiring record evidence to support the assertion that the claimed features 
were known prior art elements? 

III. Discussion 

No. The Federal Circuit affirmed the Board and held that record evidence was required to support 
an assertion that the claimed features were known prior art elements.  Citing In re Zurko, 258 F. 
3d 1379, 1386 (Fed. Cir. 2001), the majority stated that the patentability of the structural features 
of claims 3 and 9 “presents more than a peripheral issue,” and thus, “[t]he determination of 
patentability . . . requires a core factual finding, and as such, requires more than a conclusory 
statement from either HIMPP or the Board.”  The majority stated that “HIMPP must instead ‘point 
to some concrete evidence in the record.’” 

The Federal Circuit noted that requiring such evidence is not inconsistent with KSR Int’l Co. v. 
Teleflex Inc., 550 U.S. 398, 427 (2007).  In KSR, the Supreme Court criticized a rigid approach to 
determining obviousness when combining or modifying individual prior art references of record 
without consideration of the knowledge, creativity, and common sense of an ordinary skilled 
artisan.  The majority distinguished KSR stating that the present case “does not present a question 
whether the Board declined to consider the common sense that an ordinarily skilled artisan would 
have brought to bear when combining or modifying references,” but rather, the present case is 
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about whether the Board was correct to decline “a conclusory statement from a third party about 
general knowledge without evidence on the record, particularly where it is an important structural 
limitation that is not evidently and indisputably within the common knowledge of those skilled in 
the art.”  Thus, the present case “involves the lack of evidence of a specific claim limitation, 
whereas KSR related to the combinability of references where the claim limitations were in 
evidence.”  

The Federal Circuit further noted that USPTO examination procedures support their holding.  
While an Examiner may take official notice of facts and rely on common knowledge to support a 
rejection, citation of a prior art reference is required unless such facts are capable of instant and 
unquestionable demonstration of being well known.  In this case, neither the Examiner nor the 
Board found the facts to meet this standard or to justify official notice.   

Thus, the “Board cannot accept general conclusions about what is ‘basic knowledge’ or ‘common 
sense’ as a replacement for documentary evidence for core factual findings in a determination of 
patentability.”  The majority reasoned that to allow the Board to accept such general conclusions 
“would be to embark down a slippery slope which would permit the examining process to deviate 
from the well-established and time-honored requirement that rejections be supported by evidence.”     

IV. Dissent 

Judge Dyk dissented, stating that “[t]his should be an easy case, reversing the quite odd decision 
of the United States Patent and Trademark Office.”  Judge Dyk expressed concern that the 
majority’s holding is inconsistent with KSR and will have substantial adverse effects on the 
examination process.  In particular, Judge Dyk criticized the majority for adopting a rigid 
approach that denies recourse to common sense.  He stated that the USPTO should be able to rely 
on its own expert knowledge, and he noted that there are various safeguards in place to address 
potential unfairness.  Accordingly, Judge Dyk would have reversed and remanded for proceedings 
consistent with KSR. 

V. Conclusion 

The Federal Circuit maintained that record evidence was required to support an assertion that 
claimed structural features were known prior art elements.   
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