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General:   Evidence demonstrating general knowledge of a person of ordinary skill in the art should be 
considered when ascertaining obviousness of claims. 

 
Randall Mfg. v. Rea 

108 U.S.P.Q.2d 1727 (Fed. Cir. 2013). 
 

I. Facts 
 
FG Products owns U.S. Patent No. 7,214,017 (“the ‘017 patent”), which is directed to moveable 
bulkheads for partitioning cargo space in a shipping container, including two half-width panels 
independently mounted on the ceiling of the shipping container using rail-and-trolley assemblies so 
that the panels may be strapped together to form a full-width partition, separately moveable along the 
length of the container for separate positioning, or raised and stowed against the ceiling. 
 
FG’s competitor, Randall Manufacturing, requested and was granted inter partes reexamination of the 
‘017 patent.  After three years of additional prosecution, the Examiner ultimately allowed many of 
FG’s new and amended claims, but rejected several claims as being unpatentable over a combination 
of four prior art references: two advertisements from another bulkhead manufacturer (“the ROM 
references”); U.S. Patent No. 3,217,664 (“Aquino”); and U.S. Patent No. 1,193,254 (“Gibbs”).  In 
general, the Examiner cited the ROM references for their disclosure of half-width panels with straps 
for joining the panels together to form a full-width partition, Aquino for its disclosure of independently 
movable half-width panels mounted on the ceiling of a container using rail-and-trolley assemblies, and 
Gibbs for its disclosure of a single panel that can be lifted by means of a lift mechanism and stowed 
near the ceiling of a container. 
         
FG appealed the Examiner’s obviousness rejections to the Board, arguing that one of ordinary skill in 
the art would not have been motivated to combine the cited references, both because of alleged 
physical impediments to their combination and because the references each taught distinct features that 
were at cross-purposes with one another.  In particular, FG argued that the lift mechanism of Gibbs 
would be incompatible with Aquino, that the panels of Aquino could not be lifted to the ceiling of the 
container without colliding with the rails on which they were mounted, and that Aquino, in providing 
for stowage of its panels against the wall of the container, taught away from ceiling stowage. 
 
In its briefing before the Board, Randall argued that the state of the art and the level of skill at the time 
of FG’s application included well-known options for lifting moveable, track-mounted bulkheads and 
stowing them against the ceiling.  As evidence of what one of ordinary skill in the art would have 
known, Randall cited several references that had been considered by the Examiner during 
reexamination, including multiple references disclosing track- and trailer-mounted bulkheads that 
could be raised to the ceiling, and several references teaching straps and lift mechanisms to assist in 
stowage.  Randall also provided a declaration from an employee that a bulkhead designer at the time of 
FG’s application would have recognized that the panels of Aquino could be raised and stowed near the 
ceiling, noting references showing that it was well known how to adjust the geometry of a track-
mounted assembly so that the rails would not interfere with lifting the panel. 
 
At oral argument, FG stated that “we concede that raising of doors is known” and that the “crux” of its 
appeal focused specifically on Aquino and “why one would modify Aquino when Aquino already 
provides a solution for stowing the door.”  Randall, in contrast, stressed the broad range of knowledge 
demonstrated “going back close to a hundred years,” arguing that “a person of ordinary skill in the art 
would think of this because raising panels to the ceiling, at this point in time, was so pervasive.”  
Randall contended that the side stowage of panels shown in Aquino was the exception rather than the 
rule, and that “raising them to the ceiling was the standard method of getting a panel out of the way.” 
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In its decision reversing the Examiner, the Board did not consider the references Randall had cited as 
evidence of the knowledge of one of skill in the art.  Instead, the Board looked to “the content of the 
prior art relied upon in rejecting FG Products’ claim 1.”  Analyzing just the four cited references, and 
focusing specifically on modifying Aquino to allow ceiling stowage, the Board found that it “simply 
does not follow” that ceiling stowage “would have been contemplated for Aquino’s assembly for 
which there is no need or intent for such a position.”  Randall appealed the Board’s determination that 
the claims were not obvious to the Federal Circuit. 
 

II. Issue 
 
Did the Board err in focusing solely on the four references cited by the Examiner in reversing the 
Examiner’s obviousness rejections during reexamination without considering evidence demonstrating 
knowledge of a person of ordinary skill in the art? 
 

III. Holding 
 
Yes.  The Board erred in failing to consider well-documented knowledge that is material to evaluating 
motivation to combine references to arrive at the claimed invention. 
 

IV. Discussion 
 
The Federal Circuit emphasized that, in KSR, the Supreme Court criticized a rigid approach to 
determining obviousness based on the disclosures of individual prior art references, with little recourse 
to the knowledge, creativity, and common sense that a person of ordinary skill in the art would have 
used in contemplating combinations or modifications.  In particular, the Federal Circuit stated that 
“[r]ejecting a blinkered focus on individual documents, the Court required an analysis that reads the 
prior art in context, taking account of ‘demands known to the design community,’ ‘the background 
knowledge possessed by a person having ordinary skill in the art,’ and ‘the inferences and creative 
steps that a person of ordinary skill in the art would employ.’” 
 
By narrowly focusing on the four references cited by the Examiner, and ignoring the additional 
evidence demonstrating the knowledge and perspective of one of ordinary skill in the art, the Board 
failed to account for background information that could easily explain motivation to combine or 
modify the cited references to arrive at the claimed inventions.  Since a prevalent, perhaps even 
predominant, method of stowing a bulkhead panel was to raise it to the ceiling, the Federal Circuit 
doubted that one of skill in the art would not have thought to modify Aquino to include this feature.  
Moreover, although FG claims that the panels of Aquino may have been impeded by the rails from 
being raised all the way to the ceiling, it would have been well within the capabilities of an ordinary 
bulkhead designer to adjust the geometry so that the panels could be freely raised to the ceiling. 
 
Based on this analysis, the Federal Circuit vacated the Board’s reversal of the Examiner’s obviousness 
rejections of the claims. 
 

V. Conclusion 
 
The Federal Circuit clearly feels that common sense motivation to combine or modify references may 
come from background art not applied for any particular claim element.  In light of this, caution should 
be taken when arguing that references may not reasonably be combined since one of the references 
already solves a problem in a different manner, for example.  An Examiner could counter by citing 
otherwise background art to show the problem and solution were common sense (and, indeed, perhaps 
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commonly implemented), thus providing an independent rationale to combine/modify art to solve the 
problem with the given solution. 
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