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I. Facts 
Synthes USA, LLC and Depuy Synthes Products, LLC (collectively “Synthes”) owns a 

patent for “Invertebral Implant” (U.S. No. 7,429,370, hereinafter referred to as the ‘270 patent).  
Synthes sued Spinal Kinetics, Inc. (“SK”) for infringing claims 29, 30, and 31 of that patent, 
claim 29 being independent. 

 
Claim 29 recites an “intervertebral implant” that includes the following clause: 

a third plate operatively coupled to the first bone contacting 
plate, the third plate including a plurality of openings; and 

a fourth plate operatively coupled to the second bone 
contacting plate, the fourth plate including a plurality of 
openings. (Emphases added.)   

 
The ‘270 patent originated from a German language PCT application filed on April 14, 

2003.  The asserted claims (29-31) were added by amendment on February 19, 2008.  The 
importance of the “plurality of openings” limitation of the amended claims is evident when 
viewed in light of the accused devices.  SK manufactures M6-C (cervical) and M6-L (lumbar) 
discs, which do not employ peripheral grooves, but instead use slots, or openings, on the cover 
plates.  According to SK, Synthes amended the application that led to the ‘270 patent during 
prosecution to add claims 29-31 only after the M6 devices were on the market and Synthes was 
advised that SK’s M6 devices were a significant improvement in the technology. 

 
The original application claimed and disclosed a plurality of grooves and a plurality of 

channels, but did not describe “openings” generally.  Thus, at the district court, SK argued that 
the phrase “plurality of openings” should be limited to grooves on the circumference of the 
claimed cover plates as the written description of the ‘270 patent does not describe a structure 
with holes or slots in the cover plates, but instead only describes grooves on the circumference of 
the cover plate that radially penetrate into the lateral surface of the plate.  These grooves are 
depicted as element 18 in FIG. 2 of the ‘270 patent: 
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Synthes urged the district court for a broader construction: “a third plate including two or 

more openings.”  While Synthes prevailed in its claim construction, the jury found the ‘270 
patent invalid for lack of written description on four claim limitations: (1) “plate including a 
plurality of openings”; (2) “wherein the core is substantially cylindrical”; (3) “flexible core”; and 
(4) “substantially rigid bone contacting plate.”  The district court affirmed the jury’s verdict that 
“plate including a plurality of openings” and “wherein the core is substantially cylindrical” 
lacked written description support.  Synthes appealed. 

 
 

II. Issue 
Did the district court find substantial evidence to support the jury verdict that a “plate 

including a plurality of openings” lacked written description support? 
 
 

III. Holding 
Yes.  The court noted that parties appeared to agree that “grooves” are a species of 

“opening,” but disagreed that “grooves” constitute an adequate disclosure to claim all openings 
that may be used in the cover plate to anchor the fiber system.  The court looked to the 
specification of the ‘270 patent, and noted that Synthes’ intervertebral implant includes a fiber 
system that may be anchored by various means.  The court noted that the written description of 
the ‘270 patent discloses a series of examples of how the fiber system may be anchored on the 
cover plates, i.e., third and fourth plates, but that all of these examples employ “grooves,” not 
slots or openings on the plates.  Additionally, testimony from SK experts showing that SK 
rejected early prototypes that used peripheral grooves and instead spent additional time to 
develop devices that use internal slots was noted by the court.  The expert testimony also 
specified that the difference between peripheral grooves and internal slots would present 
significant engineering and design challenges and would lead to substantial biomechanical 
differences.   
 

Based on this testimony, the court concluded that it the jury had ample evidence to 
conclude that would not be evident to one skilled in the art that the peripheral grooves on the 
cover plates would disclose internal slots that serve the same function.  The court noted that 
while disclosure of a species may be sufficient written description support for a later claimed 
genus including that species, if the art is unpredictable, then disclosure of more species is 
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necessary to adequately show possession of the entire genus.  Moreover, while the mechanical 
world is a fairly highly predictable field, not all inventions that may be characterized as 
mechanical allow for claiming a genus based on the disclosure of a single species.  Instead, it is a 
factual issue judged on a case-by-case and, in the present case, the jury had ample evidence to 
conclude that because the ‘270 patent’s written description does not disclose anything other than 
peripheral grooves, the ’270 patent’s written description does not support the phrase “plurality of 
openings.”  As a result, the Federal Circuit affirmed the district court’s holding.    
  
 
IV. Conclusion 

While disclosure of a species in an application can sometimes provide adequate support 
for a genus to which the species belongs, this is a factual question that is resolved based on the 
predictability of the art. 
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