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General: Federal Circuit affirmed summary judgment of invalidity for obviousness finding that 
there was no material factual dispute regarding scope and content of prior art, 
differences between prior art and asserted claims, level of ordinary skill in the art and 
secondary considerations since components required to assemble claimed inventions are 
simple mechanical parts that are well known in the art, and need for safer utility lighters 
was recognized as of the priority date of the patents-in-suit, since parties agree that 
cigarette lighters and utility lighters are analogous arts, and person of ordinary skill 
would thus be directed to claimed safety utility lighters by combining available utility 
lighters with prior art automatic locking mechanisms on cigarette lighters, and since 
undisputed facts therefore compel conclusion of obviousness, which cannot be overcome 
by plaintiff’s far weaker showing of secondary considerations. 
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I. Facts 
 

In 2007, Tokai sued Easton for infringement of certain claims from three patents. Each of the 
patents is directed to safety utility lighters having extended lighting rods. Each of the asserted 
independent claims is directed to a lighting rod having a particular safety device. The district court 
granted Easton’s motion for summary judgment of invalidity for obviousness for all three patents-
in-suit.  
 
By way of background, after the district court issued a claim construction order, Easton stipulated 
that its accused utility lighters infringe all but one of the asserted claims as construed by the court. 
Tokai moved for summary judgment on Easton’s counterclaim of invalidity for obviousness, and 
Easton filed a cross-motion for summary judgment for obviousness of the asserted patents over 
four prior art references.  
 
In opposition to Easton’s motion, Tokai submitted expert declarations to which Easton objected 
based on a procedural rule. The district court noted that Tokai failed to submit written reports from 
its experts during expert discovery and that, as a result, Easton was denied an opportunity to 
depose the witnesses on the subject matter of their expert declarations, in violation with Federal 
Rule 26(a)(2)(B). 
 
On the issue of invalidity the district court determined that there exists no genuine issue of 
material fact as to the obviousness of the asserted claims over the four prior art references. In so 
doing the Court applied the four-factor analysis for obviousness as set forth in Graham. The Court 
found no genuine of material fact regarding: 1) the scope and content of the asserted prior art 
references; 2) the differences between the prior art and the claimed invention; 3) the level of skill 
in the art; and 4) Tokai’s “weak” showing of secondary considerations. Specifically, Tokai 
asserted that its commercial success supported patentability, but the Court found no nexus 
between the sales data and the merits of the invention beyond what was available in the prior art. 
The court also found unpersuasive Tokai’s asserted evidence that Easton copied the claimed 
inventions. Based on its analysis of the Graham factors, the district court concluded that the 
asserted claims would have been obvious to one that is skilled in the art as of the priority date of 
the asserted patents.  
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In summary, the district court held that each of the claims are invalid for obviousness, based on a 
combination of the Shike utility lighter, which has no safety feature, combined with the safety 
features of Morris and/or Floriot, each directed to cigarette lighters having safety features. Tokai 
appealed the district court’s grant of summary judgment of invalidity of the asserted claims, as 
well as the district court’s exclusion of expert declarations.  

 
II. Issues 
 

A. Did the district court abuse its discretion by excluding Tokai’s expert evidence? 
 
B. Did the district court err by invalidating the asserted claims as being obvious in view of the 

prior art? 
 

III. Discussion 
 

A. No. Under FRCP 26(a)(2)(B), the disclosure of expert testimony must be accompanied by a 
written report prepared and signed by the expert witness “if the witness is one retained or 
specially employed to provide expert testimony in the case or one whose duties as the parties 
employee regularly involved giving expert testimony.” Thus there is an exception to the 
written report requirement for individuals who are employed by a party and whose duties do 
not regularly involve giving expert testimony.  FRCP 37(c)(1) allows a court to issue 
sanctions for violation of FRCP 26(a)(2)(B) by forbidding use of improperly disclosed 
information at trial, unless the parties failure to disclose is substantially justified or harmless. 

 
The Federal Circuit found the Tokai failed to introduce evidence indicating that at least one of 
its experts qualified for the employee-expert exception. The Court noted that while Tokai 
alleged that it did inform the district court of its expert’s status as a Tokai employee during 
the summary judgment hearing, the record indicates otherwise. Thus, the Court found that 
there was no proof that the expert was entitled to the exemption from the written report 
requirement. The Court further found that Tokai’s failure to adhere to the requirements was 
neither harmless nor substantially justified. The Court found that Tokai made a tactical 
decision not to submit written reports from its experts. In citing Abbott Labs the Federal 
Circuit held that: conclusory expert reports, eleventh hour disclosures, in attempts to proffer 
expert testimony without compliance with rule 26 violates both the rules and principles of 
discovery, and the obligations lawyers have to the court. Exclusion and forfeiture are 
appropriate consequences to avoid repeated occurrences of such manipulation of the litigation 
process.   

 
B. No. After discussing each of the four Graham factors in tern, the Federal Circuit sustained the 

district court’s holding that each of the patents-in-suit was invalid based on Shike in view of 
Morris and/or Floriot.   

  
 As a preliminary matter, Tokai argued that the district court failed to impose on Easton an 

enhanced burden to rebut the presumption of validity of the asserted claims because some of 
the prior art references were considered during prosecution of the asserted patents. Under 35 
USC § 282, each claim of a patent shall be presumed valid and an accused infringer must 
prove invalidity by clear and convincing evidence. Further, a party challenging validity 
shoulders an enhanced burden if the invalidity argument relies on the same prior art 
considered during examination. In short order, the Federal Circuit found that because Floriot 
was not considered by the PTO during examination, no enhanced burden to rebut the 
presumption of validity arose.   
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 With regard to the first Graham factor relating to the scope and content of the prior art, the 
Federal Circuit held that the district court correctly found no genuine issue of material fact. 
That is, the court found that the parties do not dispute that utility lighters without a safety 
device are exemplified by Shike and were available as of the priority date. Regarding Liang, 
the parties agreed that the reference discloses a utility lighter with a safety device which must 
be manually set to the locking position after each use. The parties also agreed that Floriot 
discloses a cigarette lighter with a safety device that automatically resets after each use. The 
parties do not materially dispute that the safety device in Floriot comprises a blocking 
member that prevents ignition while in the lock position, a return spring that applies constant 
pressure to the blocking member to return it to the lock position, and a safety mechanism that 
resets only after the user ignites the lighter. Finally, with respect to Morris the court perceived 
no genuine dispute that Morris teaches a cigarette lighter with a safety device mounted on the 
side of the lighter; that the lighter is operated via sequential action of a users finger and 
thumb, first to disengage the safety device, then to ignite the lighter; and the safety device 
automatically resets to the locking position after each use. 

 
 With regard to the second Graham factor relating to the differences between the asserted 

claims and the prior art, the Federal Circuit agreed with the district court’s analysis that Shike, 
Floriot and Morris in combination show each of the elements of all of the recited claims with 
the exception of one minor difference in two claims relating to the intended position of the 
hand while operating the lighter (i.e., the finger and thumb are reversed with relationship to 
Morris).  

 
 With regard to the third Graham factor relating to the appropriate level of skill in the art, the 

Federal Circuit found that while the parties disagreed as to the level of skill in the art, the 
district court adopted the less sophisticated of the two asserted standards (i.e., “an individual 
showing aptitude in high school shop class, or someone who builds, takes apart, or repairs 
basic mechanical toys/devices”), and thus the court’s conclusion would be the same.        

 
 With regard to the fourth Graham factor relating to the secondary considerations of non-

obviousness, the Federal Circuit found that the district court properly considered Tokai’s 
evidence of commercial success and copying. Regarding the commercial success, the Federal 
Circuit noted that this factor may have relevance to the overall obviousness determination, but 
a nexus must exist between a commercial success and the claimed invention. The Federal 
Circuit found that Tokai provided no evidence from which one could reasonably infer a nexus 
between its sales data and its improved child-safety mechanism. Further, the Federal Circuit 
also found that the district court was correct in finding that Tokai lacked evidence suggesting 
that Easton copied its product.  

 
 The Federal Circuit thus found that the district court correctly found no material factual 

dispute as to each of the Graham factors, and thus, based on the undisputed facts, a 
conclusion of obviousness as to the subject matter of each of the asserted claims compels a 
finding of no issue of material fact. While Tokai contended that the solutions to the safety 
problems were not predictable and that “radical modification” of the asserted prior art would 
be necessary to achieve the claimed inventions, the Federal Circuit agreed with the district 
court’s finding that it would have been obvious to one of ordinary skill and creativity to adapt 
safety mechanisms of the prior art cigarette lighters, as disclosed in Floriot and/or Morris, to 
fit the utility lighter as disclosed by Shike, even if it required some variation in the selection 
or arrangement of the particular components.                 
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