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Intellectual Property Law 
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General: The Federal Circuit holds the requirement that a party must have knowledge of a 
patent to be found liable for inducing infringement is satisfied if the party 
demonstrates “deliberate indifference” as to the existence of the patent. 

 

SEB S.A. v. Montgomery Ward & Co. 
No. 2009-1099, -1108, -1119 (Fed. Cir. Feb. 5, 2010) 

I. Facts 

SEB holds a U.S. patent (“the ‘312 patent”) relating to a deep fryer with an inexpensive plastic 
outer shell or skirt that is surrounds and is spaced from an inner metal pan.  The design alleviates 
the need for more expensive, thermally resistant plastics previously used for such skirts because 
the separation prevents some of the heating of the skirt.  Only claim 1 of the ‘312 patent was at 
issue here (the italicized passage defining the relationship between the skirt and the pan): 

1. An electrical deep fryer comprising a metal pan (1) having a wall, and an 
electric heating resister (2) that heats said wall directly by conductive 
heating to a temperature higher than 150.degree. C., said pan (1) being 
surrounded by a plastic skirt (3), wherein said skirt (3) is of plastic material 
which does not continuously withstand a temperature of 150.degree. C., 
said skirt (3) entirely surrounding the lateral wall (1a) and the base (1b) of 
the pan and being separated from said wall and said base by an air space (4) 
of sufficient width to limit the temperature of the skirt (3) to a value which 
is compatible with the thermal resistance of the plastic material of the skirt 
(3), said skirt (3) being completely free with respect to the pan (1) with the 
exception of a ring (5) which joins only the top edge (3a) of the skirt to the 
top edge (1c) of the pan and to which this latter is attached, said ring (5) 
being of heat-insulating material which is continuously resistant to the 
temperature of the top edge (1c) of the pan (1). 
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Pentalpha carries out at least some design, manufacturing and sales activities in Hong Kong, but 
offers products for sale in the U.S.  Pentalpha obtained an SEB deep fryer in Hong Kong and 
copied the SEB design.  The Pentalpha deep fryer was originally sold to non-party Sunbeam, who 
was sued by SEB and settled with a payment of $2 million.  Shortly after agreeing to supply 
Sunbeam, Pentalpha obtained a “right-to-use study” from a U.S. attorney who analyzed 26 patents 
and concluded that none of the claims of those patents read on Pentalpha’s deep fryer.  Pentalpha 
did not inform the attorney that it had copied SEB’s product. 
 
Pentalpha’s deep fryers were sold to several other companies for sale in the U.S., including private 
labeled products specifically adapted for the U.S. market (but apparently sold “f.o.b.” Hong Kong 
or mainland China).  SEB sued Pentalpha and certain of their customers (in this suit), and obtained 
a preliminary injunction.  Pentalpha then altered its design to replace the “ring” recited in claim 1 
with a series of sectional spacers.  This design, too, was subject to a supplemental injunction, 
although Pentalpha argued non-infringement under a theory of prosecution history estoppel. 

 
The district court ultimately found against Pentalpha both for its original and modified deep fryers, 
although a damages award was reduced due to the earlier payment by Sunbeam.  Moreover, an 
original finding of willful infringement was vacated following the Federal Circuit’s Seagate 
decision. 
 
Both parties filed numerous post-trial motions, and ultimately this appeal.  The court considered 
several issues, finally refusing to find reversible error in the district court’s rulings. 

II. Issues 

A. Should claim 1 be interpreted as excluding ANY material between the pan and the skirt? 

B. Did the district court err in allowing a jury finding of direct infringement and inducement to 
infringe? 

III. Discussion 

A. No.  The appeals court reviews claim interpretation de novo.  The issue of the “completely 
free” language of claim 1 crystallized in a dispute over whether a rod or vertical stabilizing 
screw constituted a connection between the pan and the skirt that would avoid the claim.  The 
court used several indicators to reject that reasoning.  First, the preferred embodiment 
described in the ‘312 patent included such a structure, and the court cited caselaw to the effect 
that the preferred embodiment is rarely excluded from the claim scope (tending to 
demonstrate that exclusion of ALL such structures would not be reasonable in this context).   

 
Further, the court focused on claim 8 (relevant for interpretation even though not a basis for 
the suit), that provided for such a connecting structure: 

8. An electrical deep fryer according to claim 1 wherein the base (1b) of the 
pan (1) has a vertical rod (19) engaged in an opening (20) formed in the 
base (21) of the outer skirt (3) and separated from the rod (19) by a sleeve 
(23) of heat-insulating material which affords resistance to the temperature 
of said rod, the end of said rod (19) being fitted with a nut (24) or the like 
which is held tightly against a spring (25), said spring being applied against 
the edge of the opening (20) which is remote from the pan (1). 

Moreover, the court paid particular heed to passages of the specification referring to “thermal 
bridges” that were to be avoided to prevent heating of the skirt.  The court ultimately 
interpreted these thermal bridges as the key to interpretation of “completely free”, and found 
that any stabilizing structures in the Pentalpha’s were not thermal bridges, and that the deep 
fryer did read on claim 1. 
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B. No.  There were issues raised relating to the location of the sale of Pentalpha’s deep fryers, as 
well as to the jury instructions, motions, and so forth as they related to the charge of direct 
infringement.  However, once the court determined a procedural issue requiring support for 
the jury’s finding of both direct and indirect infringement, and a level of error required for 
reversal on the basis of erroneous jury instructions, the court observed that the shipping 
notation “f.o.b.” was not dispositive of whether the sales (and offers for sale) took place 
abroad or in the U.S., and so found no basis for reversing the finding of direct infringement. 

 
The issue of indirect infringement (inducement under 35 U.S.C. § 271(b)) was more 
interesting.  Pentalpha argued that it had no actual knowledge of SEB’s patent, and that under 
the Federal Circuit’s DSU Medical decision, such actual knowledge was required.  (The court 
in that case held that “[t]he requirement that the alleged infringer knew or should have known 
his actions would induce actual infringement necessarily includes the requirement that he or 
she knew of the patent.” (Emphasis added.))  Despite this apparently clear statement, this 
court observed that the DSU Medical decision did not address the “scope of the knowledge 
requirement for intent.”  In a strange epistemological statement, the court noted that the DSU 
Medical court “decided the target of the knowledge, not the nature of the knowledge.” 
 
The court, rather, focused on a showing of “specific intent”, and that this did not exclude 
“active disregard” for a known risk.  This the court effectively equated to “deliberate 
indifference.”  Once there, the stage was set for finding that Pentalpha’s behavior exhibited 
deliberate indifference (and hence, “knowledge” of the patent).  Two facts were particularly 
damaging to Pentalpha.  First, the failure to advise their U.S. attorney of their access to and 
copying of SEB’s deep fryer demonstrated that Pentalpha deliberately disregarded a known 
risk that SEB had a patent.  Moreover, Pentalpha’s president, who was a named inventor on 
29 patents and had had earlier business dealings with SEB touching on Pentalpha’s patent 
products, was no neophyte to patents.  In the absence of any exculpatory evidence, these facts 
weighted heavily against Pentalpha. 
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