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General:   If a reference discloses all the limitations of a claim but such limitations are not 
arranged or combined in the same way as recited in the claim, the reference cannot 
anticipate under 35 U.S.C. § 102. 

 
Net MoneyIN Inc. v. VeriSign Inc. 
88 U.S.P.Q.2d 1751 (Fed. Cir. 2008) 

Decided October 20, 2008 
 

I. Facts 
 

Net MoneyIN Inc. (“NMI”) is the assignee of U.S. Patent No. 5,822,737, which teaches a financial 
transaction system for conducting credit card transactions over the Internet.  NMI also owns U.S. 
Patent No. 5,963,917, which teaches a financial system of computers for conducting credit card 
transactions over the Internet.  Systems that existed before the patents involved four entities: a 
customer, the issuing bank for the customer’s credit card, a merchant, and the merchant’s bank.  
Ogram, the inventor and a patent attorney, developed his system because the existing systems required 
prospective purchasers to send their confidential credit card information to an unknown merchant over 
the Internet, and the issuing banks for the customers’ credit cards imposed onerous financial 
requirements on merchants.  Accordingly, Ogram created a system that added a fifth entity, a payment 
processing entity, which interacted with the other four entities to avoid the problems of the existing 
systems.  Ogram obtained the ‘737 patent and the ‘917 patent for his system and formed NMI to 
process Internet credit card transactions. 
 
District Court Proceedings 
In 2001, NMI sued VeriSign Inc., among others, for infringement of the ‘737 patent and the ‘917 
patent based on their involvement in Internet credit card processing.  After a claim construction 
hearing, the district court invalidated claims 1, 13, and 14 of the ‘737 patent and claim 1 of the ‘917 
patent because such claims contained limitations in means-plus-function format that lacked 
corresponding structure and were therefore indefinite under 35 U.S.C. § 112, second paragraph.  
Specifically, claim 1 of the ‘737 patent recites a financial transaction system comprising, among other 
things, “a first bank computer containing financial data therein, said financial data including customer 
account numbers and available credit data, said first bank computer including means for generating an 
authorization indicia in response to queries containing a customer account number and amount” 
(emphasis added).  The district court construed the generating means element in claim 1 as a means-
plus-function element and found that the specification failed to disclose any corresponding structure to 
perform the claimed function.  Accordingly, it deemed claim 1 of the ‘737 patent invalid under 35 
U.S.C. § 112, second paragraph. 
 
Likewise, claim 1 of the ‘917 patent recites a financial transaction system comprising, among other 
things, “a financial processing computer . . . having automatic means responsive to [the] order for . . . 
receiving customer account data and amount data from [the] customer computer and [the] merchant 
computer.”  The district court construed this claim element as a means-plus-function element and 
further construed the function as “the financial processing computer receives both the customer 
account data and amount data from both the customer computer and the merchant computer.”  The 
district court invalidated claim 1 of the ‘917 patent because this claim element lacked corresponding 
structure and is therefore indefinite under 35 U.S.C. § 112, second paragraph. 
 
After construction of the claims, VeriSign moved for summary judgment that it did not induce 
infringement of NMI’s patents.  In response to that motion, NMI moved for leave to amend its 
complaint to add a claim for inducement of infringement.  The district court granted VeriSign’s motion 
for summary judgment and denied NMI’s motion for leave to amend. 
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VeriSign also moved for summary judgment of invalidity of claim 23 of the ‘737 patent under 35 
U.S.C. § 102(a).  VeriSign relied on a prior art document published by the Internet Engineering Task 
Force and IBM (“the iKP reference”) that discussed two different models for processing credit card 
transactions on the Internet.  The district court granted the defendants’ motion, stating: 
 

All of the limitations of claim 23 can be found within the iKP reference.  A simple 
combination would produce the system described in claim 23 of the ‘737 patent.  
That no specific example within iKP contains all five links does not preclude a 
finding of anticipation. 

 
 NMI appealed the district court’s ruling. 
 
II. Issues 
 

A. Did the district court correctly invalidate claims 1, 13, and 14 of the ‘737 patent based on 
indefiniteness under 35 U.S.C. § 112, second paragraph? 

 
B.  Did the district court correctly invalidate claim 1 of the ‘917 patent based on indefiniteness under 

35 U.S.C. § 112, second paragraph? 
 
C.  Did the district court correctly grant VeriSign’s motion for summary judgment of invalidity of 

claim 23 of the ‘737 patent under 35 U.S.C. § 102(a)? 
 
D.  Did the district court correctly grant VeriSign’s motion for summary judgment on inducement of 

infringement and deny NMI’s motion for leave to amend? 
 
III. Discussion 

 
A.  Yes.  NMI argued that the generating means element should not have been construed as a means-

plus-function element because the claim itself provides sufficient structure (i.e., the bank 
computer) which performs the recited function.  Alternatively, NMI argued that if the generating 
means element is construed as a means-plus-function element, then the specification recites 
sufficient structure to make the claim definite.  VeriSign argued that the district court correctly 
concluded that the claim does not recite sufficient structure to rebut the means-plus-function 
presumption and that the specification contains insufficient structure to perform the claimed 
function.  The disputed portion of claim 1 of the ‘737 patent states “a first bank computer 
containing financial data therein, said financial data including customer account numbers and 
available credit data, said first bank computer . . . generating an authorization indicia in response 
to queries containing a customer account number and amount.”  The Federal Circuit determined 
that the “bank computer” language is not sufficient to rebut the means-plus-function presumption.  
The bank computer is not linked in the claim as the means for generating an authorization indicia, 
but rather the bank computer is recited as including those means. 

 
Since the generating means recited in claim 1 of the ‘737 patent is drafted in means-plus-function 
format, the Federal Circuit reviewed the specification for disclosure of a structure sufficient to 
accomplish the recited function.  NMI argued that the specification disclosed a bank computer and 
that Federal Circuit precedent does not require a description of the internal structure of the 
computer.  VeriSign countered that the specification does not disclose what, in the first bank 
computer, performs the generating function.  The Federal Circuit relied on precedent set in 
Aristocrat Techs. Austl. and concluded that a means-plus-function claim element for which the 
only disclosed structure is a general purpose computer is invalid if the specification fails to 
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disclose an algorithm for performing the claimed function.  Therefore, since no algorithm by 
which the computer generates the claimed indicia is disclosed in the ‘737 patent, the district court 
correctly invalidated claims 1, 13, and 14 of the ‘737 patent based on indefiniteness under 35 
U.S.C. § 112, second paragraph. 
 

B.  Yes.  Claim 1 of the ’917 patent recites a financial transaction system comprising, among other 
things, “a financial processing computer . . . having automatic means responsive to [the] order for 
receiving customer account data and amount data from [the] customer computer and [the] 
merchant computer.”  The parties did not dispute the district court’s construction of this claim 
element as a means-plus-function element.  The parties disputed the nature of the function.  The 
language of the function at issue was construed by the district court as specifying that both the 
amount data and the account data must come from both the customer computer and the merchant 
computer.  NMI argued that the function is subject to a different construction, which would permit 
the amount data and the account data to come from the merchant computer, the customer 
computer, or both.  The Federal Circuit determined that NMI’s proffered construction was broader 
in scope than the construction it asserted in the district court, and that this new and more 
expansive construction could not be properly asserted on appeal.  Therefore, the district court 
correctly invalidated claim 1 of the ‘917 patent based on indefiniteness under 35 U.S.C. § 112, 
second paragraph. 

 
C.  No.  Claim 23 of the ’737 patent recites an Internet payment system comprising five “links”: 
 

a) a first link between a customer computer and a vending computer for communicating 
promotional information from said vending computer to said customer computer; 
b) a second  link, initiated by said customer computer, between said customer computer and a 
payment processing computer, remote from said vending computer, for communicating credit 
card information and amount from said customer computer to said payment processing 
computer; 
c) a  third  link,  initiated  by said payment processing computer with a credit card server 
computer for communicating said credit card information and said amount from said payment 
processing computer to said credit card server computer, and for communicating, in response, 
an authorization indicia from said credit card server computer to said payment processing 
computer; 
d) a fourth link between said payment processing computer and said customer computer for 
communicating a transactional indicia; and 
e) a fifth link between the payment processing computer and said vending computer for 
communicating said transactional indicia. 

 
In ruling against NMI, the district court had found all five links in the iKP reference, albeit in two 
different disclosed examples.  NMI argued that the district court was not permitted to combine 
parts of the two different examples described in the prior art reference to find all the elements of 
claim 23 of the ‘737 patent to support an invalidity ruling based on anticipation.  VeriSign argued 
that anticipation required only that all of the elements of claim 23 be present in a single document.  
The Federal Circuit reversed the ruling of the district court.  The Federal Circuit agreed that a 
claim the four corners of a single, prior art document must describe every element of the claimed 
invention to anticipate.  However, in order for a prior art reference to anticipate a claim under 35 
U.S.C. §102, the reference must not only disclose all elements of the claim within the four corners 
of the document, but must also disclose those elements arranged as in the claim.  Neither of the 
two models in the iKP reference contained all of the elements of claim 23 of the ‘737 patent 
arranged or combined as in claim 23.  The Federal Circuit noted that if the differences between 
claim 23 and the models disclosed in the iKP reference were slight, the claim might be obvious 
under 35 U.S.C. § 103(a), but is not anticipated under 35 U.S.C. § 102(a). 
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The Federal Circuit also discussed the meaning of the phrase “arranged as in the claim.”  For 
instance, it is known that a claim that required several ingredients to be mixed in a specific order 
would not be anticipated by a prior art reference that disclosed all of the ingredients but not the 
order.  However, the Federal Circuit further explained that the “arranged as in the claim” 
requirement is not limited to “order of limitations” claims.  Rather, the “arranged as in the claim” 
requirement applies to all claims and refers to the need for an anticipatory reference to show all 
the limitations arranged or combined in the same way as recited in the claims. 
 
The Federal Circuit discussed several of its prior decisions that addressed this issue.  For example, 
in Lindemann Maschinenfabrik, the court held that a claim to a shearing machine was not 
anticipated by a prior art reference that contained all of the elements of the claimed machine 
because it disclosed an entirely different device, composed of parts distinct from those of the 
claimed invention, and operating in a different way to process different material differently.  Also, 
in Ecolochem, the court held that a claim to a method for using hydrazine with a mixed resin bed 
to deoxygenate water was not anticipated by a prior art reference that included: (1) a figure and 
text teaching the use of hydrogen with a mixed bed to deoxygenate water and (2) text teaching the 
use of hydrazine to deoxygenate water.  Although the reference taught all the elements of the 
claim, it did not contain a discussion suggesting or linking hydrazine with the mixed bed in the 
figure, and, therefore, it did not show the invention arranged as in the claim.  The present Federal 
Circuit panel, therefore, concluded that unless a reference “discloses within the four corners of the 
document not only all of the limitations claimed but also all of the limitations arranged or 
combined in the same way as recited in the claim, it cannot be said to prove prior invention of the 
thing claimed, and, thus, cannot anticipate under 35 U.S.C. § 102.” 
 

D.  Yes.  VeriSign moved for partial summary judgment on inducement of infringement, and NMI 
moved for leave to file an amended complaint to add a claim for inducement of infringement.  
NMI argued that the district court had no discretion to deny NMI’s motion to amend since 
VeriSign consented to litigate the issue by moving for summary judgment on that basis.  VeriSign 
argued that it sought summary judgment on the issue of inducement on the ground of waiver, not 
on the merits, and, thus, it was within the district court’s discretion to deny amendment.  The 
Federal Circuit determined that VeriSign did not expressly or impliedly consent to litigate 
inducement.  Indeed, VeriSign’s motion was made to foreclose NMI’s ability to later raise 
inducement, since NMI had repeatedly raised and then dropped the issue in the past.  Therefore, 
the district court was not without discretion to deny the requested amendment.  Further, the 
Federal Circuit found that the district court’s denial of the motion to amend was not an abuse of 
discretion because NMI wished to amend the complaint a fourth time many months after the 
deadline and the close of discovery.  Further, granting NMI’s motion would result in extreme 
delay and prejudice to VeriSign. 
 

IV. Conclusion 
 

The court found that a prior art reference must clearly and unequivocally disclose the claimed 
invention without any need for picking, choosing, and combining various disclosures in order to 
anticipate under 35 U.S.C. § 102. 
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