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Keywords:  claiming of priority with respect to provisional applications 

General: Failure of a patentee to correct an Office error with respect to a priority claim during 
prosecution and patentee’s use of non-standard language to claim priority to a provisional 
application do not render invalid a post-issuance certificate of correction addressing such 
mistakes.  
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I. Facts 
 

This case generally concerns claims for priority in a non-provisional patent application.  The 
technology at issue involves a process for preparing flexographic printing plates used for 
packaging (labels, tape, bags, boxes, banners, etc.).  E.I. du Pont de Nemours & Co. (“DuPont”) is 
the assignee of the patent at issue, U.S. Patent No. 6,773,859 (“the ‘859 patent”).  
 

 
 09/00   3/6/01      2/27/02      8/10/04   7/26/05           04/06         10/06 
 Trade    Prov.     Non-Prov.       Patent    Cert. of            Suit         Motion 
 Show    Filed        Filed       Issues Correction        Filed     Prelim. Inj. 
 
 
The timeline above illustrates the sequence of events relevant to this suit.  DuPont sued 
MacDermid Printing Solutions LLC (“MacDermid”) in April of 2006, alleging patent 
infringement of the ‘859 patent.  In October of 2006, DuPont moved for a preliminary injunction 
seeking to enjoin MacDermid from continuing to infringe claim 1 of the ‘859 patent.  MacDermid 
responded, alleging that the ‘859 patent was invalid under § 102(b) because the invention was on 
sale or in public use (disclosed at a trade show in September of 2000) before the critical date (one 
year before the filing of the non-provisional application, 2/27/01).  DuPont agreed that the critical 
date of the ‘859 patent was 2/27/01, but argued that any prior sales or disclosures were of prior 
technology not claimed in the ‘859 patent.   
 
Two days after the parties supplied briefs on whether the use at the trade show was a public use, 
DuPont submitted a letter to the court stating that recent investigation had revealed that the ‘859 
patent claimed priority to a provisional patent application, 60/273,669 filed on March 6, 2001.  
Thus, the critical date for the ‘859 patent was actually March 6, 2000 (six months before the trade 
show).  MacDermid responded that previous admissions by DuPont were binding judicial 
admissions and that DuPont was estopped from taking a contrary position, or, alternatively, the 
admissions were evidentiary admissions that created a substantial question concerning the validity 
of the ‘859 patent.  MacDermid also argued that the ‘859 patent was not entitled to the filing date 
of the provisional because (1) the non-provisional application included inventors not named in the 
provisional, (2) DuPont failed to use proper language when claiming priority to the provisional, 
(3) the published application and issued patent did not reference the provisional, (4) DuPont did 
not timely alert the PTO that priority information was missing until after the patent issued, and (5) 
the Certificate of Correction was wrongly issued.   
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Based on the arguments made by MacDermid, the court held that DuPont had failed to show 
sufficient evidence of the earlier critical date and also held that the earlier admission as to the later 
critical date raised a substantial question as to validity.  Accordingly, the court denied the 
preliminary injunction.  DuPont subsequently appealed the holding of the court to the Federal 
Circuit.  
 

II. Issue 
 

Did the district court correctly hold that MacDermid raised a substantial question of validity based 
on the uncertainty as to whether the non-provisional application was entitled to claim priority to 
the provisional application?   

 
III. Discussion 
 

No.  The court began by reviewing § 119(e)(1) and reiterated the four requirements that must be 
met for a non-provisional application to claim priority to a provisional application: (1) the 
provisional must comply with § 112, first paragraph and the non-provisional must be for the same 
invention, (2) the non-provisional must be filed within 12 months of the provisional application, 
(3) there must be an overlap of inventorship, and (4) the non-provisional must include a specific 
reference to the provisional.  The court noted that of these four elements, only the third and fourth 
elements were at issue.   
 
Before addressing these elements, the court analyzed the district court’s reasoning as to why a 
substantial question as to validity of the patent was present, namely a lack of evidence showing 
entitlement to the earlier priority date and the initial admission of the later critical date.  As to the 
first matter, the court noted that the district court was provided with the prosecution history that 
included an application data sheet containing reference to the provisional application as well as the 
Certificate of Correction which corrected the ‘859 patent to include reference to the provisional 
application.  The court found this evidence sufficient to show entitlement to the earlier priority 
date.  Additionally, the court found that conflicting arguments by an attorney, standing alone, do 
not create a substantial question as to a purely legal issue when the facts necessary to resolve the 
issue are before the court.  Accordingly, the court reasoned that the question of whether the non-
provisional application was entitled to the earlier filing date under § 119(e)(1) could be resolved 
based on the facts of the case.   
 
The court began its analysis of the elements at issue from § 119(e)(1) by reviewing the overlap of 
inventorship between the provisional and non-provisional applications.  The provisional 
application listed one inventor while the non-provisional listed five inventors, inclusive of the 
inventor named in the provisional application.  MacDermid argued that all applications must 
include all the names of the true inventors.  The court disagreed, noting that the general rule is that 
a non-provisional application is afforded the priority date of the provisional if the two applications 
share at least one common inventor.  Indeed, correction of the inventorship of a provisional 
application under C.F.R. § 1.48(d) is normally not necessary unless the correction is to establish 
an overlap of inventorship.  Therefore, the court reasoned, as DuPont already had an overlap in 
inventorship, it was not necessary for DuPont to correct the inventorship of the provisional 
application.  Accordingly, the court concluded that the third element for priority under § 119(e)(1) 
(overlap of inventorship) was met. 
 
The court continued its analysis by examining the specific reference to the provisional made in the 
application data sheet of the non-provisional application.  Under the continuity data section of the 
application data sheet was written, “This application is a non-provisional of provisional 60/273699 
2001-03-06 WHICH IS PENDING.”  MacDermid asserted that this reference to the provisional 
application was insufficient because it did not use the exact language specified in the M.P.E.P. in 
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§ 201.11.  However, the court noted that under § 119(e)(1), all that is required for a claim of 
priority to a provisional is a specific reference to the provisional application.  Moreover, the court 
noted that the while M.P.E.P. § 201.11 requires, for priority, the reference to a provisional 
application to be in the first sentence of the specification or in the application data sheet of the 
non-provisional, the M.P.E.P. requires only a statement such as, “This application claims the 
benefit of U.S. Provisional Application No. 60/---, filed ---, and U.S. Provisional Application No. 
60/ ---, filed ---” should appear.  The court reasoned that the example present in the M.P.E.P. did 
not constitute “magic words” without which an applicant would lose their claim of priority.  
Instead, the court used a reasonable person standard in determining if the language used was 
sufficient to specifically reference the provisional application for priority and found that the 
language used by DuPont was sufficient. 
 
Finally, the Court rejected the assertion by MacDermid that the Certificate of Correction was 
invalid because DuPont failed to notify the PTO during prosecution of the publishing error that led 
to the absence of the priority claim from the face of the publication.  The court stated that while it 
is desirable for applicants to correct errors during prosecution as soon as possible, failure to do so 
does not impact the eligibility for a certificate to correct a PTO error.  As such, the court held that 
Certificate of Correction was sufficient to allow the ‘859 patent to claim priority to the provisional 
application, and directed the district court to consider any remaining challenges by MacDermid to 
the granting of a preliminary injunction. 

 
IV. Conclusion 

 
While the practitioner drafting the non-provisional application did not lose a claim for priority on 
this case, simple adherence to the suggested language of the M.P.E.P. would have saved immense 
time, money, and efforts later to insure that the priority was maintained.  Accordingly, 
practitioners prosecuting applications before the Office should strive to adhere to and utilize 
suggested language from the M.P.E.P. when interacting with the Office.  Additionally, while 
failure to correct PTO mistakes during prosecution does not bar their later correction via 
Certificate of Correction, best practice would suggest identifying and correcting errors as soon as 
discovered, since correction after issuance of the patent may lead to challenges as to the validity of 
the correction. 
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