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General:  Where the non-moving party (patentee) bears the burden of proving infringement, in a 
motion for summary judgment nothing more is required than the filing of a summary 
judgment motion stating that the patentee had no evidence of infringement and pointing to 
the specific ways in which accused systems did not meet the claim limitations. 
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I. Facts 
 
The initial dispute stems from a patent held by Exigent relating to a “multi-function transaction 
processing system” (U.S. Patent No. 6,651,885) adapted for use in a variety of transactions including 
credit card purchases and pre-paid phone card services.  On March 2, 2004, Exigent brought suit 
against Atrana, alleging infringement of the ‘885 patent.  Exigent specifically asserted independent 
claims 1 and 43 (claim 43 being similar to claim 1 and reciting an additional limitation). 
 
On August 30, 2004 the district court conducted a Markman hearing.  Exigent did not file a brief prior 
to the hearing, but the court permitted Exigent to file a supplemental brief and claim construction chart 
after the hearing.  On September 24, 2004, Atrana filed a twelve-page motion for summary judgment 
on the issues of infringement, invalidity and unenforceability, describing the legal issues and 
identifying what proof Atrana believed was lacking.  The motion specifically stated what claim 
limitations Atrana’s systems did not contain and a declaration from Atrana’s CEO stating that no 
Atrana system contained certain limitations.  After Exigent was granted two extensions of time to 
respond, Exignet retained new counsel and filed a motion for a third extension of time in accordance 
with rule 56(f).  The court denied the extension of time on November 3, 2004 and Exigent did not file 
any substantive response to the summary judgment motion by Atrana. 
 
On November 10th, Exigent and Atrana attended a mandated mediation session where they signed an 
“agreement in principle term sheet” to dismiss the current case under terms to be agreed upon and to 
license the patented system to Atrana.  That same day, the district court granted Atrana’s motion for 
summary judgment with respect to non-infringement and declined to address the invalidity and 
unenforceability arguments.  Subsequently, Exigent filed a motion to vacate the summary judgment 
and to enforce the settlement agreement.  In response to a phone call from Atrana (apparently 
attempting to terminate any agreement), the mediator indicated an impasse on November 22, 2004. 
 
On March 10, 2005, the district court entered a final order of dismissal and awarded fees and cost to 
Atrana.  The district court denied a motion for clarification submitted by Exigent on March 15.  
Exigent appealed the decision.  

 
II. Issue 
 

Did the district court err in granting summary judgment of non-infringement because the district 
court’s claim construction was flawed and because Atrana failed to sufficiently support its summary 
judgment motion regarding non-infringement? 
 

III. Discussion 
 

No.  The district court’s construction of the term “payment authority” was not reversible error.  The 
Federal Circuit explains that the district court’s judgment on non-infringement rested on the failure to 
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meet three claim limitations, one of which included “the creation of accounts in response to receipt of a 
‘payment authority.’”  Exigent argued that the district court interpretation of this term as representing a 
monetary value was erroneous.  However, the Federal Circuit pointed to the fact that Exigent failed to 
make this argument to the district court and that prior statements in Exigent’s proposed claim 
construction chart supported the interpretation of “payment authority” as a monetary value.  The 
Federal Circuit stated that because the construction of “payment authority” is sufficient to support the 
district court’s non-infringement finding, they would not review the other disputed terms. 
 
The court next addressed Exigent’s argument that Atrana did not properly support its motion for 
summary judgment with evidence sufficient to establish non-infringement.  The court turned to the 
Supreme Court’s decision in Celotex Corp. v. Catrett, 477 U.S. 316 (1986) in which the Supreme 
Court explained how the burden of proof at trial affects summary judgment practice.  In the Celotex 
decision, the Supreme Court stated that on issues in which the nonmovant bears the burden of proof, in 
contrast to those in which the movant bears the burden, the movant need not “produce evidence” 
showing the absence of a genuine issue of material fact in order to properly support its summary 
judgment motion.  The burden on the moving party may be discharged by ‘showing’ – that is pointing 
out to the district court – that there is an absence of evidence to support the nonmoving party’s case.  
Where the non-moving party will bear the burden of proof at trial on a dispositive issue, a summary 
judgment motion may properly be made in reliance solely on the pleadings, depositions, answers to 
interrogatories and admissions on file.  All that is required is notice [to the party with the burden of 
proof] to come forward with its evidence. 
 
The Federal Circuit applied the Supreme Court’s decision in Celotex to the current infringement case 
by stating, “that nothing more is required than the filing of a summary judgment motion stating that the 
patentee had no evidence of infringement and pointing to the specific ways in which accused systems 
did not meet the claim limitations.  As discussed above, Atrana’s summary judgment motion contained 
detailed examples of claim limitations not included in Atrana’s systems.  The court noted that Exigent 
failed to set forth any argument or evidence of infringement in response to Atrana’s motion.  
Accordingly, the Federal Circuit upheld the district court’s grant of summary judgment of non-
infringement. 
 

VI. Other Issues 
1)  The Federal Circuit also held that the denial of the Rule 56(f) motion for an extension of time was 
not an abuse of discretion.  The court stated that Exigent was not diligent because they did not seek the 
court’s assistance in obtaining responses to discovery request from Atrana and, further, even after the 
56(f) motion, Exigent had time before the expiration of expert discovery. 
 
2)  The Federal Circuit found the district court to have erred in their denial of the motion to vacate 
without consideration of the settlement agreement.  Specifically, the Federal Circuit stated that if the 
agreement was enforceable, the final judgment was rendered moot.  Accordingly, upon remand, the 
district court should articulate its grounds for finding the agreement enforceable or not enforceable. 
 
3)  Finally, the Federal Court ruled that Atrana can not be a prevailing party if the case was resolved by 
settlement prior to any relief on the merits.  Therefore, the award of attorney fees and cost were 
vacated until the enforceability of the settlement agreement was determined. 
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