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General:  “Host interface,” in claim for PDA module requiring use of “host interface adapted so as to provide 
communications” between PDA and host computer is properly limited to “direct parallel bus 
interface” based on:  1) the limited description of “host interface” in the specification;  2) the 
emphasis in the specification placed on the importance of parallel connection in solving problems 
associated with serial connections;  3) the more inclusive description in the specification of another 
interface on the PDA module as providing either a parallel or serial interface;  4) identification of 
the direct parallel bus interface as being a “very important feature” of the invention; and 5) 
arguments made during prosecution and on appeal to the Board distinguishing prior art based on 
Applicants’ assertions regarding the recited “host interface” as being a direct parallel bus 
interface. 
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I. Facts 
 

Inpro owns a patent (“the ‘079 patent”) which is directed to PDA modules designed to overcome various 
drawbacks and problems associated with previously available PDA systems.  As described in the ‘079 
patent, prior PDA modules are costly and bulky and transfer data in a manner that was time-consuming, 
error-prone and expensive.  The PDA described in the ‘079 patent includes a user interface (16), a host 
interface (14) for connection to the host computer and a second external connector (20) for connection to 
external devices such as printers. 

 
Inpro sued T-Mobile for infringement of the ‘079 patent.  T-Mobile counterclaimed for a declaration of 
non-infringement and invalidity.  In a Markman hearing, the district court construed eight disputed terms of 
the ‘079 claims.  Based on the claim construction from the Markman hearing, the district court entered final 
judgment of non-infringement in favor of T-Mobile.  Inpro stipulated that it could not prevail on a finding 
of infringement of any of this asserted claims, either literally or under the doctrine of equivalence, based on 
the district courts construction of certain of the claim terms.  The parties appeal the construction of three of 
the eight terms construed by the district court including “host interface”, “docking the host computer,” and 
“digital assistant module.”  Once again, the parties agreed that if the district court correctly construed “host 
interface,” the claims at issue can not be infringed by T-Mobile. 

 
II. Issues 
 

Did the district court properly construe “host interface” to be limited to “a direct parallel bus interface?” 
 
III. Discussion 
 

Yes.  Based on the totality of circumstances, the Federal Circuit agreed with the district court’s claim 
construction of the term “host interface” as referring only to “a direct parallel bus interface.” 

 
Inpro argues that the district court erroneously limited the “host interface” to the sole embodiment 
described in the specification and proposes that the term “host interface” should be interpreted to include 
any interface for providing communication with a host.  Inpro’s argument is based primarily on the doctrine 
of claim differentiation (certain dependent claims refer specifically to a “parallel bus interface,” and certain 
claims refer specifically to a “direct access” parallel bus), and the fact that the specification does not clearly 
and explicitly limit the host interface to a direct parallel bus interface. 
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However, based on the totality of circumstances, the Federal Circuit found that the district court correctly 
construed the “host interface” as requiring “a direct parallel bus interface” based on the number of points 
from the specification, as well as points made during prosecution of the application.  Specifically, the court 
discussed 1) the limited description of “host interface” in the specification;  2) the emphasis in the 
specification placed on the importance of parallel connection in solving problems associated with serial 
connections;  3) the more inclusive description in the specification of another interface on the PDA module 
as providing either a parallel or serial interface;  4) identification of the direct parallel bus interface as being 
a “very important feature” of the invention; and 5) arguments made during prosecution and on appeal to the 
Board distinguishing prior art based on Applicants’ assertions regarding the recited “host interface” as 
being a direct parallel bus interface. 

 
In beginning its discussion, the Federal Circuit noted that the district court correctly observed that the only 
embodiment of the “host interface” described in the specification is a direct parallel bus interface, and that 
the specification emphasizes the importance of a parallel connection in solving of problems of the 
previously used serial connection.  The court elaborates by explaining that in the background, the ‘079 
patent disparages prior mechanisms for transferring data between a host computer and a PDA, including 
serial interfaces, and that the specification goes on to state that a “very important feature” of the ‘079 
invention is the direct parallel bus interface to connect the PDA to the host computer. 

 
Further, in observing that at no point in the specification is the host interface described in any way other 
than as a direct parallel bus interface, the court contrasted this with the other interface described in the 
specification (the expansion bus 20, for connecting the PDA to external devices), wherein the expansion 
bus interface is specifically described as being capable of serial or parallel connection.  The Court noted 
that unlike the description of the “expansion bus,” the description of the “host interface” does not contain 
any suggestion that a serial connection can fulfill the purposes of the invention to improve the “time 
consuming, error-prone, and hardware extensive” limitations associated with the serial connections of the 
prior art. 

 
The court also found that the prosecution history supports the interpretation of “host interface,” as a direct 
parallel bus interface.  The Court relied on statements made in prior applications in the series emphasizing 
the drawbacks of serial communication and amendments to claims of the prior application to add “parallel 
bus” to “decidedly narrow the scope of the claim, so it does not read on series connections, as in [the prior 
art].”  The Court also briefly noted that in an Appeal Brief to the Board for the parent application, Inpro 
made statements further supporting the interpretation that the recited host interface must be “direct.” 

 

III. Conclusion 
 

While the PTO and courts are reluctant to read limitation from the specification into the claims, there are 
clearly situations where they will do so.  When drafting a specification, writing claims and prosecuting an 
application, anything you say can and will be used against you so proceed with caution. 

 
Two other minor points worth mentioning:  1) the Federal Circuit affirmed the district court’s exclusion of 
expert testimony, because there was no abuse of discretion in the court’s decision;  2) Judge Newman 
affirmed the decision but voiced his concern that the Federal Circuit failed to complete its job by opting not 
to review the other two terms at issue.  In relying on Cardinal Chemical  v. Morton International, 508 U.S. 
83 (1993), Newman noted that “the better practice is to review the major issues of claim construction that 
are disputed on appeal, unless such issues have no further reasonable relevance.  The public and private 
interests in valid (and invalid) patents, and in this case the fact that we have done most of the judicial work 
anyway, combine to weigh on the side of appellate review.  Our incomplete resolution of the claim 
construction issues falls short of the entitlement of litigants to “one full and fair opportunity” to have 
disputed issues resolved.” 
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