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General: Intirtool’s patent on pliers for punching and connecting overlapping sheets of metal 
is not invalid for failing to comply with written description requirement because a 
claim’s preamble should only be read as limiting when it recites additionally 
structure or steps underscored as important by the specification.   Also, because the 
Federal Circuit does not read the preamble as a limitation, there cannot be 
inequitable conduct because there is neither materiality nor falsity.  Finally, 
Intirtool is not barred by latches because the latches clock cannot start until a 
pantentee has constructive or actual knowledge of an act of infringement that gives 
rise to a legal claim. 
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I. Facts 
 

On September 6, 1986 Intirtool Ltd. secured U.S. Patent No. 5,022,253 (“the ‘253 patent”) which is 
directed to pliers used for punching and connecting overlapping sheets of metal.  In 1992, Texar Corp. 
began buying the patented pliers from Intirtool for resale to retailers.  Shortly thereafter, another 
manufacturer quoted Texar a lower price on very similar pliers.  On July 27, 1993 Texar contacted 
Intirtool and requested that Intirtool match the price quoted by Intirtool’s competitor.  Texar indicated 
that they were “perfectly satisfied” with Intirtool and had no desire to change vendors, but also said 
that they were under price pressure.  Intirtool declined to match the lower price and Texar 
subsequently began ordering from Intirtool’s competitor.  There was no further contact between 
Intirtool and Texar until the filing of this suit for infringement in April 2000. 
 
The suit was brought before the U.S. District Court for the Eastern district of Texas.  The District 
Court found the ‘253 patent invalid for failure to satisfy the written description requirement of 35 
U.S.C. § 112, paragraph 1, because the specification “does not describe hand-held pliers for 
simultaneously punching and connecting overlapping sheet metal.” The district court also concluded 
that the patent was unenforceable because Intirtool had committed inequitable conduct during its 
prosecution., in that it represented to the PTO that “the described tool simultaneously punched holes 
and connected ceiling grids, knowing that this assertion was false.”  Finally, the district court 
concluded that damages accrued prior to the filing of the lawsuit were barred by latches, because 
Intirtool should have known that Texar was reselling the allegedly infringing pliers within the six-year 
period before the suit was filed and had not shown that the delay in bringing suit was reasonable.   This 
appeal to the Federal Circuit followed. 

 
 

 
II. Issues 
 

A. Did the District Court err in concluding that the ‘253 patent failed to satisfy the written 
description requirement because the specification does not describe hand-held pliers for 
simultaneously punching and connecting overlapping sheet metal? 
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B. Did the District Court err in concluding that Intirtool’s ‘253 patent was invalid for inequitable 
conduct during prosecution because Intirtool represented that the tool simultaneously punched 
holes and connected ceiling grids? 

 
C. Did the District Court err in concluding that damages accrued prior to the filing of the suit 

were barred by latches? 
 
III. Discussion 
 

A. Yes.  The District Court mistakenly read the preamble as a limitation of the claim.  The District 
Court arrived at this conclusion after finding that Intirtool had “repeatedly represetnted to the 
patent office that the tool was capable of simultaneously punching and connecting ceiling grids.”  
The Federal Circuit explained:  

 
In general, a claim preamble is limiting if it recites essential structure or 
steps, or if it is necessary to give life meaning and vitality to the claim.  
However, if the body of the claim describes a structurally complete 
invention such that deletion of the preamble does not affect the 
structure or steps of the claimed invention, the preamble is generally 
not limiting unless there is clear reliance on the preamble during 
prosecution to distinguish the claimed invention from the prior art.   

 
Opinion, p. 1784  (citing Catalina Mktg., Int’l v. Coolsavings.com, 289 F.3d 801, 808-09 (Fed Cir. 
2002)).   In the ‘253 patent the claimed tool was described in claim 1 in “complete and exacting 
detail.”  The Federal Circuit could not find anything in the prosecution history or in the 
specification where there was clear reliance specifically on the preamble rather than the structural 
limitations of the body of the claim.  The Federal Circuit states that the preamble adds nothing to 
the claim and cannot be considered to give “life, meaning, and vitality” to it and therefore is not a 
limitation of the claim. 
 
Related to the above discussion, the District court relied in part on fig. 6 in making its written 
description finding.  Fig. 6 was added during prosecution and purportedly shows the overlapping 
connection made by the punch between pieces of sheet metal as set forth in the preamble of claim 
1. Intirtool admitted that the pliers made in accordance with the ‘253 patent were not proved to 
function as the pliers of Fig. 6.  The Federal Circuit explained that the language of the claim 
should not be limited to the configuration of Fig. 6 and that the District Court erred in applying the 
preamble language, as interpreted in light of Fig. 6, as a claim limitation in making its written 
description finding.   Therefore, the District Court’s finding that the ‘253 patent is invalid for 
failure to contain an adequate written description is clearly erroneous. 
 
 

B. Yes.  “A ruling of inequitable conduct in the PTO must be supported by clear and convincing 
evidence of material representation, made with the intent to deceive or mislead the patent 
examiner.”  Seiko Epson Corp. v. NuKote Int’l, Inc., 190 F.3d 1360, 1367 (fed. Cir. 1999). The 
District Court based its conclusion of inequitable conduct on its view that Intirtool had “repeatedly 
stated and indeed stressed, that the described tool simultaneously punched holes and connected 
ceiling grids, knowing that this assertion was false.”  However, as described above, the Federal 
Circuit took a different view of the statements made by Intirtool during prosecution with regards 
to “punching and connecting.”  Specifically, the Federal circuit viewed those statements as merely 
preamble features of the invention rather than limitations of the invention.  Additionally, the 
statements are not clearly false and the District Court even found a loose connection was 
established.  Under these circumstances, Intirtool’s statements do not rise to the threshold level of 
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materiality or falsity.  Because the District Court erred in finding that Intirtool’s statements were 
material misrepresentations, the Federal Circuit found an abuse of discretion.  
 

C. Yes.  The latches defense has two underlying elements: first, the patentee’s delay in bringing the 
suit must be “unreasonable and inexcusable,” and second, the alleged infringer must have suffered 
“material prejudice attributable to the delay.”  A.C.Aukerman Co. v. R.L. Chaides Constr. Co., 960 
F.2d 1020, 1028 (Fed. Cir. 1992) (en banc).  A presumption of latches arises “where a patentee 
delays bringing suit for more than six years after the date the patentee knew or should have known 
of the alleged infringer’s activity. Id.  The District Court held that because Intirtool should have 
known that Texar was going to continue selling the pliers, but would acquire them from another 
vendor beginning in 1993 the presumption applied because the suit was not filed until 2000.  The 
Federal Circuit explained that while constructive knowledge of an infringer’s activity can be 
sufficient to start the latches clock, the patentee must have actual or constructive knowledge of an 
act of infringement that gives rise to a legal claim before that clock begins to run against the 
patentee.  See id. at 1034.  Because the district court erred in imputing such knowledge to Intirtool, 
the District Court abused its discretion  
 

IV. Conclusion 
 
The issues regarding deficiencies in the written description and inequitable conduct during prosecution 
before the PTO both hinged on the interpreting the preamble as a limitation.  Generally, the preamble 
is limiting if “it recites essential structure or steps, or if it is necessary to give life, meaning, and 
vitality to the claim.” Catalina Mktg., 289 F.3d at 808-09 (Fed. Cir. 2002).  Because the body of claim 
1 sufficiently described the invention and the preamble was not relied upon in prosecution to 
distinguish the invention from prior art, it should not be read as a limitation.   
 
Finally, the six year period for the latches presumption to apply cannot be begin until a patentee has 
constructive or actual knowledge of an act of infringement that gives rise to a legal claim.  Because 
Intirtool did not have such knowledge the presumption cannot be applied.   
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