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General:   Absent an express teaching to combine prior art references, a court may find motivation 
to combine the references in the nature of the problem to be solved.  This is particularly 
true when dealing with simpler mechanical technologies. 

 
Ruiz v. A.B. Chance Co. 

69 U.S.P.Q.2d 1686 (Fed. Cir. 2004) 
Decided January 29, 2004 

 
I. Facts 
 
The A. B. Chance Co. (“Chance”) has manufactured screw anchors, also called helical piers, since about 
1970.  Screw anchors are used for supporting and stabilizing structures such as electrical transmission 
towers.  Chance obtained U.S. patent No. 5,171,107 (“the ‘107 patent”) in 1992.  The ‘107 patent discloses 
and claims an elongated screw anchor in combination with a metal supporting bracket.   
 
Richard Ruiz (“Ruiz”) worked as a distributor for the Chance during the 1990s.  Ruiz sold the Chance 
screw anchor system, along with various competing systems.  Ruiz’ distributorship was terminated by 
Chance in February, 1997, but Ruiz continued to market and sell a screw anchor system that employed 
metal brackets.  Litigation ensued in which Ruiz filed a declaratory judgment of non-infringement against 
Chance relative to the ‘107 patent.  Chance counterclaimed with a suit for infringement of the ‘107 patent 
 
At the district court, Ruiz was held to infringe the claims of the ‘107 patent.  However, the court 
additionally found all claims of the ‘107 patent invalid under 35 U.S.C. § 103.  A first appeal to the Federal 
Circuit resulted in a remand for further determination of specific Graham findings on:  1) the motivation of 
one of ordinary skill in the art to combine two prior art references; and 2) whether certain secondary 
considerations obviated against a finding of non-obviousness.  Findings on these issues were made at the 
district court, again with the result that the claims of the ‘107 patent were invalid for obviousness.  The 
instant case is Chance’s appeal to the Federal Circuit of that decision.  
 
II. Issues 
 

A. Did the District Court clearly err in finding an implied motivation to combine the prior art 
teachings in the nature of the problem of underpinning existing foundations? 

 
B. Did the District Court clearly err in discounting Chances evidence of secondary 

considerations? 
 
III. Discussion 
 

A. No.  As discussed above, the ‘107 patent claimed a system comprising a screw anchor 
combined with a metal bracket.  The district court considered two relevant prior art 
references.  The first prior art reference, which the District Court referred to as the Fuller-
Rupiper prior art, disclosed the combination of a screw anchor with a concrete haunch.  The 
second piece of prior art, which was referred to as the Gregory prior art, disclosed a straight 
anchor (push pier) in combination with a metal bracket.  The district court concluded that the 
problem addressed by both the Fuller-Rupiper prior art and the Gregory prior art was to 
shore-up or underpin weak foundations.  The court concluded that one of ordinary skill in the 
art would therefore be motivated to employ the metal bracket of the Gregory system in 
conjunction with the screw anchor of the Fuller-Rupiper system.  Alternatively, the court 
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concluded that one of ordinary skill in the art, based on the nature of the problem to be solved, 
would be motivated to combine the screw anchor of the Fuller-Rupiper system with the metal 
bracket of the Gregory system.  In other words, either reference could be combined with the 
other. 

 
 On appeal, Chance contended that the District Court had erroneously employed hindsight to 

reconstruct the invention claimed in the ‘107 patent.  The Federal Circuit disagreed, noting 
that its prior warnings against the use of hindsight reconstruction do not constitute “a rule of 
law that an express, written motivation to combine must appear in prior art references before a 
finding of obviousness.”  The court pointed out that taking a motivation to combine prior art 
from the nature of the problem to be solved is “particularly relevant with simpler mechanical 
technologies.”   

 
 In reviewing the District Court’s analysis, the Federal Circuit noted that it was the Fuller-

Rupiper system that motivated Chance to use screw anchors.  Chance then added a metal 
bracket to the screw anchor to form the invention disclosed in the ‘107 patent.  The court 
noted that those of ordinary skill in the art faced with the same problem would be motivated 
to look at references relating to possible solutions to that problem. 

 
B. No.  Chance attempted to rebut the conclusion of obviousness by presenting evidence that its 

invention had been commercially successful.  The Federal Circuit summarily rejected this 
argument stating that the record in the court below supported a finding that the commercial 
success of Chance’s invention was because of Chance’s “experience with screw anchors 
combined with being the first large screw anchor manufacturer to enter the underpinning 
market”, and not commercial success of the patented invention. 

 
 
IV. Conclusion 
 

This opinion represents a further erosion of the legal standard for combining references under 
Section 103.  I fear that this trend may exacerbate the problem of lazy examiners failing to spend 
much effort in identifying a concrete motivation to combine references to reject claims under 
Section 103. 

 
November, 2004 
BDB 
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